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The object - of this thesis is to survey whether computer
software is protected by Caradian law. Software is the essence

of  the computer revolution, It is a sequence of instructions

.

which determire the’ Fpnctidns to bd execuv¥ed by the.machire.

The ‘program animates a computer, trarnsformivg machine hardware

intc a teol for information processing.

A - grest deal cofy tine and effert 1is invested in the

ZdeQelopmeng of. a scftware 'package. All this can ke 'last when

the pﬁograh_ is copiéd. Replication tarn be effected om a large
scalé wéthin a mattéﬁ- =33 .seconds. %his' is damagirg to the
‘crigimator Vof the Drdgram'whq is preverted from recovering the
costs of research égd. deQelogmewt. Depernding on. the type of

copy pyaoram used, the pirated éopy may.be paoner in quality

-

ard dimivnish .the ‘gocdwill attachivrg te the driginal saftware.

Such - prablems have induced scftware develcpers to. . seel

- -

cammercial orotectiorn  in the form of oroprietary rights in the

progralt. The bhranch of legal protectiorn primgrily #*rvokad is

/

that’ of intellectual prcoperty.

1.  Traditicral Means of Pratecting Intellectual Property

Where ari inverntor or creatocr captures the intargible

qualities of mnature and produces arn aesthetic or utilitariar
. )

-
- -

work, society may express its appreciation by bestowal of a
right in_ rem. An  dintellectual proprietary right- which is

com{errad by patent or copyright legislation is potentially
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more valuable than payment for services, because it is|

enforceable against third parties. Programners -contena that .

proaprietary protection would enable the technoliogy to flourish,
.y
Such form of pratection would serve as an incartive tc .devote
hY

/

research avnd developmewt in this area sirce it is more likely

"that these costs could be'recouped.

The ‘scope “df this type of award is bread sirmce it is
monopofistic. The wmonopoly 1is circumscribed by farmal and
substantial parameters which reflect the public right tc

- ' ’-\ . i f » +
krcwledge, arnd 1ts application. :
14 . .

Patents ard copyright are two .different, types of

intellectual prcperty rights. Ecth are cesioried tcvsiiyulafe

and reward intellectual . endeavadrs which cortribute to public

welfare. Prima facie, 1industrial iniventicons  fall within the

realm of. patert protecticr, while literary and artistic works I

are the "subject of copyright law. Scftware is atypical and its

developmert pertains in part .- ‘ta "irvertion” and more
- .

particularly to "creation". as these terms are gefined currently

N k]
ivn - Carada. " Our review of the policy cormsiderations which form

- . : ‘

the basis  af. each branch of intellectual propérty law will
{ : -

support this thesis. - } o ‘

Z. Techrnical avd . Legal Obstacles - to. a Definitive

Characterization .of ar Appropriatée Legal Right : '

.

[

computer software at a time wher the techralogical, cemmercial

We ‘embark upcor . congugaticr of Tegal rights attaching to

o



evolved.
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and legal implications ¢f this 'cohmodity have not yet fully

. ~ 3

2.1 The Technology is Evalving

N

\

ir: - practice, a ’program is tailored to suit the machire

[ - N K3 -
circuitry. The softwarp market is linked with the market for
~ : :
computér hardware. Machirery dictates many formal aspects of
scftware. For one .thirng, a program carn ornly rur orn. a branrd of

hardware which “has "compatible” gircuitry. Fer' arcther,

programs must be ‘constantly updated to suit the hardware. The

rate of techrclagical evolution - has ‘ief? ﬁﬁahy " Jurists
unfamiliar with hardware and software. QOur legal framework is

static 1n  compariscon wzth{ the rate at .which techriclogy ised .
- ) . e

‘ . . " :
charngirg. In all' likelihood, the legal rules \;ttachihg

N

hardware techriclogy. ) BN

2.2 The Law is Evolving ) .

Computers are part of a larger context of techﬂoiogy which '

" N .

preserts - difficultiés for students of intellectual preperty law’

who | insist  upor. compartmentalizing its respective brarches. fAs

‘techhblogy scuffles with tradifiqnal . paraiteters, the varicus

branches of irtellectual property law must continue:to provide

st

proprietary rights to software will +trail the-evolution of °

protectigr  for cbjects which were urkrown to the draFters of -

intellbetuaf\property'1egislation. . L .
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3. . Legal Protectien of Information

. The commbn law'accordS-protectian to ideas in very;limited

circumstarces. . The 1nformat10n soyght to be protected must have |

. been. disclosed ;n COﬂfldEhCE..tO ‘be characterlaes as a irade

secret.* Criminal iaw ° sancfiohs fea misappropriation of

- confidential,  informaticn of a commercial rature are in force in

L . -
marny parts of the Umited States. ’

. c - -

It is  only irn specific irstarces 'tHat,'ct;mfnal

prosecution’ - is expressly associated With piracy of
incorporeals.’ Orne case in  point is section 287 of fthe Code
‘ - - . . - N

-,

-which peralizes theft of teieéqmmunication':s1gna15. This

. ) ) . ’ . ‘2 . C- N - ' l".
pravisiorn splaits carrier from contenmt. On itz face, the section .

does rict . exbréss}y refer tc the ‘informaticr . which is the
substance of the Eommunlcatioﬁ._HowEver, its effect is éleagly

to proctect - interception aof - private communzcatlons, iF

.
therefore of the information contained thereir.

' The -Caﬂadian'JCrimihal"tode does riot ekpl}citly state that

) ’ . * - . -
misappropriation’ of soFtware constltutes arn offerce. A recent

deéision_ df_'the Ortarie Court -of .ﬁppeal,‘ﬂ; V. Stewawt (1

foecuses squarely  upon the’ icsue of whether ecnfidential
informaticon corstitutes property which i3 within the purview of
P . : N . . LS :

\&Hef'cﬁim;ﬂal- Code."Leave “to apagal has been-gfahted BQ,the

Supreme . Court  of Canada and a dECi:;Ei;fy this Court UDhGldiﬂé

[

ircorporeal property

L 4

.
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would have - Hignificanf impaét . ‘upon £ the protec‘ion of

“confidential information. . .

Jooo T e

Irternational resporse to the regulation of- illiecit

trafficking in computer software has not been uniform. It is

perhaps 'unduly optimisfic to foryecast the acceptarce of a

standaEJ codg af behaQiour. Dropasals have beern formulated
whicg‘ speak - to the elemerts whiqh found ; cause'of-action,
proc¥f bvgfl, infringemerit, ard erforcemert of remedies.: The
inextricable interaction of states in modern times calls for a
coordfhétedf leéhl approach‘iorthe i?sge‘qf software pi:acy. The

rights of fecreign develapers must be balarnced agairnst those of

the d&qestic irdustry.

o

4, Teiecommunication of Compuﬁer Scftware . ) -

. v — .
i N ~

Protection®’ of saftware is ro lonmger a domestic isssue. The

marriage of computers ' with communication qxstems has fostered
» .

ar 'enfironment for trarnsborder -Qata' flow. It is expected to
...‘-l \/" ‘ .

.ircrease.
Ar Dﬁtawa tompany, Nabu Network promoted the tranmsmissiorn

of compu%er 4programs’py éagle. The company developed é service
combining c&mputér and cable television technoldgy. Viewers can
-accégs a hetwofk of informaticm, eQucaEdon and emtert;inment
Qo%tware.- The subscriber paid an installation fee  for an

-

urscrambling device wh}ch was similar to the one which is used

Y

x:

srevaniy - ol Vi,

Lia
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‘5. Practical Sclutions

copy the program thaﬁ ta pur@hasé the authertic version.

by pay-TV. There was an additional ménthly service charge. The.

“Nabu, system sent out scoftware on an ongoing | basis.  The

receiving unit acceptéd'the saftware which it required in order

to furction as a personal computer.

L

The cémpany ‘plarmed to irmcovate satellite transmission
which wculd alicw smalier cable companies to parficiﬁate in the

system at minimal cost. The Iestablishment of a worldwide

telecommunications netwoark has promoted the growth . of an

international commercial pherncmeron.

.

[ =

-

Misappropriaticrn of computer software occurs on twe main

levels, The moest damaging situatier 1= where a prograﬁ

develope; departs from corne place of emplaymernt, takihgﬁalong
expertise -whidh was imparted in confiderice. The mobile emﬁloyee
divulges vyears of research arnd develcpment to a competiteoer. A
second situation irvalves user misapnropr{ation.-This geﬂerally

cccurs because users discover that it is much less Expenéive to

y
-

Irdustrial policing is. the most effective route  to

protection of computer programs. One respornse to piracy must be

the growth of software asscciations sirce it is rare that the

Y

.
individual s&ftware developer ernjoys the rescurces to test what

legal remedies érev'ayailable. Clarifdiacation of the remedies,
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- although _ useful;” may -hot be  .sufficient. for the ‘scftware

develpper is rarely in’ yhe"finanéiai'ﬁpqsition to"enforce
- T . ..'_ ’ . .. ,.' . v -, '-' " L

‘sneczfzc -remedies. By contrast; -interESt groups enJoy _the'

necessary leverage to f1nance 5uch enforcement.

- ..

Saftware prétectiaﬁ . advocates " have called for

legislative reform.  Legislaticn which' is’ éimp&y tied-to the

7

current technology may be -iv danger of’ beeom1ng outdated by the‘

rapidity of technologxcal change. D155em1nat1on af. znformatzoﬂ
. ' S |
is of scome advantage to the pragrammer de5p1te the absence of

lepislative protection, 51nce'vemunerat10n attaches to use. -

Costly programs  will  contirue Cto iﬁclude.,éontﬁol
| . — i o , ] . e
mechanisms, along  the lihes of encryptian. Software wirﬁ,

idimiﬂiSh ive or1:e as the market for homg-computers ircreases.
" The paperback 1nau5try is ar apprapr;ate model for ccmpar1son.
.The 1indus;ry has sclved the prqgram “of reprography because
ﬁineﬂeaeed demahd has Correeponded.with'feQUctionjin price.'%he
Jinceﬂtive to iﬁfringe.by_illici£.repr@ductian_has-beew remaved.

r .

\\'

6. cc.r.clsn,'éic-r.‘: Legal Principles . ° o )

" The arguﬁeﬂt which Follows analy;es the 'misappéopriation

of software as 1nFr1nQEMEht of pateht 1aw, copyrnght and, design

law, and the law of trade seerets. .Each branch of the law must

v 3 /

serve to protect a particulav attribute uf_computer software.
B . . - . L .
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recoghition.'ef tne ‘fact: that- data 'shouid @dt oe sibject to
'hﬁiQété"appropriatiqﬁ alt -tHé:_ﬁdFefihﬁérgt;vé},TﬁéirqtioéaIe'
for 1c0Mpéh;atin§“ %hé ;pr;gr;qﬁér by wéy.éfla proprietary right
is the Dut}l‘ic_ irr:ber‘est. in ‘thé. ai:lvahc:emeﬁt _é-f ‘éechrIOICIg?. Tc da
so, the rights'-o%"the ‘"deVeloper" éhst>be balanced:ag;inSt:'

those of the user.
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" record-keeping devices.

.

Y

sophistication.

. ) -~ ) ’ o '. ‘l.- . . V" .
1. The History c-f/ Record-Keeping Devices .

The wutility of . computer software.reste ih its capacity to
erable theé ‘hardware’ éq' stqke-qﬂdﬁretrieVg_vast quahtiﬁies of

informwation. The significarce ,oF_iﬂformaéion arid the \need for

f

efficiernt. means of organizing and recordirp informatior were

éﬂprebiated long before the advert  of “the modern computer.

>Hi5t§riéa11y we have reliaed ~‘upan’ different forms of

- - ~

Q-

 Primitive techrnigues .of recording inforration made use of
T orecks,. pébblés and . notches cn’a stick. The rise of an ecorncomy

based on turéeﬁpy  demarnded greater sophistiéation. The abacus -

was develaped irn China circa 2600 .E.C. .The Romarns had a numeric

eystem of " their own ‘to recerd amounts. Computations were

performed upcorm counting bheards. Ramar rumerals were replaced by

‘Arabic rumerals wher the need arvcse for increased commercial

Metﬁods of record “keepirng wh1ch parallel the operatzons

verformned _by, Eomputer‘ are generally l1nked to the autmmat:c

weaviﬁg mach1ne-deve10ped by Joseph Mar:e JaCQuard (17“’—18a4){.

The 'FUhption aof his inventicorn was to copy the pattern used in

rugs.i-His use of purched cards influenced the development of .

the earliest represerntatior of the preEent day bomputer.
: ol ‘ - : ;

-~



The .. analytic engihe was developed by RBabbace (1791-1871),
ano consisted of q.mecﬁahical arrangemeht.of.éeahs'and levers.
- Ité hapaé:ty'fexfende& to-'stor1ng ééta ard - to . per?ormiﬁg

-éoqputatiops‘ at . .a- ye?y =idw _ pace. Data was

. -

- aujomatac

.

L 4

’ -
«

. - . - . ot ’ .
was - necessary  to "accept data at the 'input! stage ard ocne to
.deliver the answer as 'outoutrt. The ‘design ‘of the machine

- - L . ‘ . A ; e . .
trarsferred from the storage unit to a mill. R separate device’

" clesely 'resembled-;thé ‘motern -eomputer ir terms ‘of irmput and

. - output gdevices. - il
’ Further advances in electronics  .and  -manufacturing
techrnology | created the  prvircrment. for  the 'present day

. Jacgquard's punched. cards to represert rumberg - rather thar

2 . . P} - )
_weaving ~ anstructicons. Electtoric means were  introduced Cota

cpﬁbuter.; R systemn to tabulate'cata was develcped by ‘adapting

acecelerate the nace of  informaticr processing. Holez  wers

- N,

.ccntact a. metat surface. This allowed an electric current to
[ - v ) ’

Flow ‘thﬁouqh a kire to a positicp on the card which des:grnated

- a. ramerigal  or data eguivalent. This éystem;ﬁ;5.1mplem9hted'tm

tanuiate data for the Uritec States Tensus Bureau curing the

1980's.. -+ - .

ra

. The History of  Computer Hardware

~

\

There have been three gereratioss of electranic combuters
- +

. . . . ’ A . ! —~— )
to cate. The first gerneration ' sparred the 1330's These

=X

puriched orite cardsr)éhd metal oiﬁs peretrated these hales to
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machires were distinguished by the presence of an electranic or
" vacuum tube. | ‘ : . .

T A . - .
The second  gereration &f computers was chavacterized by

_the ' use " of transistors. These machines daminated the 13960s.

-

*  Transistcrs .are’ .smaller, faster, and less expensive than
electrcornic tubes. Their accuracy arnd speed led to the
‘;__';nﬂovation of various methads of computer exploitation

_ This gereration of computers is characterized by the lar

irnciudihp operating systems and time—-sharing. Most impgrtant to

ar v

the emargerice ﬁf a software irndustry was the development of

user-criented languages, symbols which represernt the sequence..

‘«f irstructicoms which directs the cperaticrn of the computer.

The greatest electronic "advances were made after 1965.
' L
ce

=zcale integrated device. ~ Computers increased their speed of

cperation,  becoming wore compact, and even . less expensive.

Breakthroughs ih._golid state electrenics led to the grawth of

the single-purpose micracomputer.

-~ .

.

 Computers are wused in business, education, and the home.
Cermplex programs are  written for  large scale, "mainframe"
computers. Smaller busiress machires are Known as "raivii "

computers. The . rnewly burgecning homey computer division of the

industry produces’ "micra’ coamputers. Videao games which are

“marketed fovr home computér use have accourted For much of their

initial poouwlarity.



3. A Descriptiorn of Computer Hardware'

‘processing unit is the brain of the pdmeuter,
. _ £

.1t is the location in which arithmetic and Iogical Functions'

are Executea. The operat&r car ernter data imtc the coméutér by
using a . keybeard. A cathode ray tube terminal is attached ?0
the computer. This device emaSIEs the computer to visually
display to the cperatcor the informaticon which has  been

inserted.

Ihe pragram 1S stored irr the memcory of the computer. A
corduit cornnects the mairn memgry‘ te the céntwal Process ng
unit. Memcry 1s comprised of a series of magretic. cr electraornic
devices which are grouped 1vn binary coce representing bits of

irnformatzon. These are grouped further i1nto larger urnits, Kkrcwn

as bytes. Characters and words are composed of bytes.

4, Computer Softwaré g

The marufacture of hardware has spawred a second industry,

which is corcerned with develcaping scoftware, the set of

- O
instructicvis which covirol the machive.

[ S

e it~ o Tag e e e




4,1 Uses

L

There are two typés ot sqftwaré, applicatiorn preograms and

system software. ﬁpplicatioh programs * are written 'by‘ the

jprogramﬁer te sclve a specific problem, By qqntrast, system

éoftware _suppdrts the actudl_interﬁai workings of the éohput?r o

as a machine. For example, spocling software, utility programs

anc pata base managers belong to the latter category. Bath
types of ,sthware invaelve ' camparable development and

maintenarce costs; oesigrirg, ceoding, testinog and debugging.

-

The heart of the program, or the "algorithfh" ig writtern cut as
a set of instruct1on%. The e#rors are removed. The program is
tested to ensure that a realistic representatién of data is
processed  to  accord  with  user expectaticns. 'Thereafte# the

saftware may be conmtirwally revised by thénauthor_to‘accogﬂt

for rnew i1rput structure.,

3

4,2 Machirne LLanonage

- . . r

.

ard birnary coded decimal rotation are the 1anéuages

Bihary
which egh be processed. by a computer. "Machire language” ig the
Form . in Which the in@iyiduaL c%aractérS‘of'data are franéfeﬁred
gétween :thé 'compu?ef ;nd the input arnd ogtput_déyiceﬁ.llt élsﬁ
permits stdraée- of‘ ;he iqdivxdhal chérécterslgh the memary of
the comphter. The 1ahgﬁage is staored inimgd;ajﬁhich bah‘ne‘psed

: —

3



by the machire.
.

- o ) 5:‘

There are currently t;o ' popgla; computer codes.
international Busiress 'Mathine; (IBﬁ)' empicys . the - Extended
Einary Coded Deq;mal Iﬁterchangex Coae (EééDIC). Thé Qﬁer}cah

" Standards HBureauw " (ASCII) has devised an eight bit cdge; Mast

codes are stardardized irn length to aéhieye¥Uﬂifoﬁhity'yztﬁin

-

the hardware industry.

‘. ' . : ) ’ " ) - .

Machine language 15 alsc Knowwn as cbject cede. These terms

.are fittirlp because they corrnote a cegree  of remcteness fram

humar comprehensicon. Machine language is rnot totally beyornd the
Jhuman serses sirce a camputer cdr produce a printed copy of

abject code.” The highly-skilled programmer. can,déeipher the

cryptic ccambirnat ion of O's ard 1's which;'comprise this
N . N ALY ’ -7 . R
iarguage. ) ) S
\
4,3 Scurce Larnguages . . -
. ! - g q , " a?

_ Hilgh—-ievel larguages are’/writtén in “scyrce code. It
‘ .

resembles spokern words, and is- usewr ”fr;ehdly", or more reacdily

readable by humans. Source programs car..be categorized in.terns

of their compléxity.

The simplest type of scurce code is machlne—orzentediand

15 called Assembler. It resembles machine larguage.. The secorc

type 15 procedure-oriented. It is more complex. It is system

Loy

R Y,




-third :type'of 5ource'langua§e is.pQleem—origntEq.,The rules‘df_

5. Firmware

", can  be \iiéered and  pi

Softwéﬁelsfored'on disk is especially vulrerable to piracy. .
firmwaré.-'.ﬂ ‘silicon N

dnly. :It is ‘calted Pragrammable 'Read Only Memcry, (PROM). A

- .
- Rl . . .
- - . . . N ' T -
. : : n . - . c - S . T

indeperaient, - which- &llows the ~program to ran-on any brand of

. Hardware which ‘i5  compatible.” Three ‘of the . most " popular’

. . ".‘. - Tt
Dﬂaéedure—ocienfe§4 larnguages are FORTRAN, BASIC and COBOL. The -

-grammar are derived from the problem which ié‘deéignated.fd&

, ' . ) : . e ) . ) . N“
computer resclution.- The ad ge of such a larguage is that-

. Lo

- -

The 'program -carn be stored as saftware or as. firmware. The’

’.

“opractical distinction lié5'~in'the”ea§é with‘wh1éh the praogram

rated.’ Firmwa%E'_;s‘fhé“bridgé between

»

sqFtwar?:a%d nardware.

=~ ' ' - " g 'v .. ’ h - . . ' ’ - ' N ' : .
. GSaftware is stored on  cassette or'disk. There . are alsc
. 'v' N - . ‘. Y .V .. . . .
computer ~ magazimes listing the instructioris which a laymar car
L ) - '- . . N Y - .. . " .
input. anto  Rardom Access  Memory  (RAN). Ik thie format, the

i

‘pragram  is easily :altefable.~prggrams such as‘Tqukémith” and

"Apole, Nibbler" . are desigred tc " copy arny. cotmmercial disk.

.
Alterratively, the' program can  ‘be crystallized '55;'

chip is incorporated into computer

"Lcircuifry* as ﬁeaﬁ T Only* Memcory (ROM) . Ove type of ROM may be

'.bmréhased 1which .allows alteraticr . of - the ‘silicarn-chip crce

f

fhlrd' tybe'of ROM';s-the~Erasable frogragmable Read Only Hehovy_-

LN
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remcve the siiiqpn chip, erase the patterm and replace it wltH

a different conf}guratidnr Reaﬁ Dnly @emory can be ea511y

-
.« -

. .protecticr. .. ' A . ‘ . : . : -

= One’ impdrtaﬁt"iﬁdustriél %espénse “to- the pro%éction'of"_

T. ., Computer _éoFtware ‘has:'been to focus cw:ats form ok del1very.

o
_ . - -

The ‘“average layman flﬂds it slmpler to copy a cassette or d1sk:

- - . - - .

thar ta rem?ve the - RUM& frcm.cne.machlne_and buxld ldentlcalf

- N e N N L.

-‘circuitny. ‘The '1ﬂcr9ased tendEhcy of software houses to market‘

~ -

“ -

" the program on a RUM has succeeded in blurrxhg the 11ne between :

_Hardware: and- 5offwaref‘ Jur:stg must-somehow :haracterlke th:s

riew | ‘phencmevicre -catled- frrmqgre.. {t rEpresehts -an’ art1st1c or

. -
- -

‘literary. work._  in -a form -which - pertains _to thE' law Jof

inverticons. 'Tﬁe -brsdge bEtWEEﬂ patent and- copyr1ght Drotect10ﬂ-

& f. -sortware ard fxrmware remains abscure because the law dwe’ls

_upan form rather thah puroose of deveIopment "-L"'»-, o

— - -~ . .- . - -
e . el
- - - . -
e -

- B fhe‘Sdbstehqe'QF the Pragram. g - \_'lljj

- i ’ - . - >

62 1. ngqrifhmm"_-

I - T . .

.The  heart. of a program is the algerithm.. It is the set of

instructions which execute the inf&rhatthlwh};h is stored iw

-the :comdﬁfer. Qn.'algorithm' is llke a reclpe because it- a

'_non numerlcal methnd of perfmrmxng ‘a task.

copied 'qnleés ‘the "&hip is surrcunded by physical meéars qﬁ

L N ' v o, v : . < LA - -
7 + ’ - r b - ) - ~ ‘ J . k - A ".7
~ . . R - ~ .
: - N ; ) 19+ h -
TN TEPROM) ;. TﬂefrEbROM'ipkqvidesl a mechanxsm whereby the user can
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Formulation of the définition has juridical significance as
~ ideas eSﬁnot 'be copyrighted nor principles patented. If we

-characterizé the computér program as a form of expression which

is defined b; the ideas, we héve-éqncluded'against copyripht

the circuitry emhedded iv.the ROM chip had utilitarian, rather
than artistice inteﬁtioﬁs;‘ﬁé have concluded against prqtection

under Camadian industrial design legislation.

1 ard patent protectjon; ¢t Once we determine that the desigrer of!
1
— . N v i d

. - ' © Proponents of intellectual .property l-pratection for
3 R software corntend that the program is original, within the
meaning ascribed by the copyright law, at the very ieast in
terms . of thé written expressiorn of the details of the
aléorithm. Patert .law would offer some protection if  the
- algorithm: is iﬁextricable from a patentable pr;cess or product.
Thé‘flqtter descripticn adopts a holistic view, that software

-

and hardware constitute an invertiom.
1 har , /

‘ .
6.2. Flaowchart - .

- - The flowqhart is a map of the program. Its function is to

dochenf, in visual forﬁat,'thé algorithm whiéﬁ is implgmented
by ‘the saftware. Its form is written. It is'éh abstra;tiOﬁ of
the program, and at the. same time, a realization of the
-.algorithm.A 1t is feasible to mogify the algorithm so that it

appears that the pragram has beer created irdeperdently. This

would rnot  inhibit - use of the program to solve a problem. Many

-
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softua € houses: are reluctant to dxvulge the - algor:thm in their

attempts to secure the program.

s . ‘, ‘ . . '

;Sdftwa?e .?EQEIQbEFS’ are ~genéra11y- in agréément‘that an
.effeétive .&eans of prevent: ng the unauthor:;ed mod1f1cat10n of
the :progkam .is to w1thh01d;ba51c documentat1on. Ffﬁm’a legal
standpoinf; _such tan  act may‘constétufe a presqﬁption that the
material ig confidential ir nature, ard subject.to protection
as & trade secqret. This Dr%ctical industrial response is a
shgif,‘term sold%ian te guapding against piracy. IﬂdEEd,.it rmay
be 'antithetical tc a palicy which regards access tao ﬁhformation

as essertial to techrolegical advarncemernt ang pubiia yelfane.

- Ed . - .
Gericlusiorn ~
//
- N " . . T - u
The future wWill brivng rapid techholqgical charige. Jurists
must be alert tco features of mitroprocessing which are  reow 1 -

process.  An eclectic approach is necessary to adapt traditiomal

3

substantive and remedial iegal conceptsf to a teéhnological

phenameriorn which is 51hgular in its. commerczal impact.
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1. The Interested Parties

-

-

Develapment of a program requires & _large financial
irvestment ever if its commercial success is short—lived. The

initial costs are substantial, whether the scftware is writter

.in ome  of a numbex of high level larnguages which are deveioﬁed

te execute complex operations, or whether the program is
comprised of sheorter furnctions such as is fourd in the videa

‘game. In either case, the parties which have a firarcial

interest ‘w;uld irclude the programmer, the marufacturer and'thel
‘distributqk. No ﬁne iﬁ' this:chain'is prepé;gd_td coﬁnteﬁa;ce
acts of piracy‘,whereby,ﬁhé pfograﬁ ééh be dhpliéafed witﬁih‘a
Mattgn of seéohdé. Qecérﬁingly, all.will resort to ﬁraéticél

and legal'measuﬁes to safeguard their product.

<

.2. The Legal Ebncépt of’ Property .

i

The cehmqm:'law‘_che#ishes the right of evéry mar to life,

liberty * and property. Varicus civil writs have developed which

allcw the aggrieved person lto recover the property which- has

~ beerr .misappropriated. Similarly, the criminal law prahibits

' écts_in breach of the'peace.

Use of the word "property" pricr-to the eighteenth-centuﬁy

dercted corporeality. All ébJecté‘ af. commercial value ir -



medieval England were tangible. The phrases "intellectual” and’

‘"inﬁustriaf“, property were coined in the .seventeénth century,

‘when limited +ecognition was paid teo the concépt_of ihténgible.

L3 -~

praperty - is set out in the Patent Act (1) the Copyright Act (2)

and the . Industrial Design fAct (3). The termnm "intellectual

.ppapepeyn is misleading tco . the externt -that it-implies'ﬁhat-

ideas can be property. It is the transformaticon of ideas intc

~ property which is protected. The embodimert of the-idearméy

_pﬁoperfy: In -Canada,' statutory protection of :intelkéctua}: -

-

take the form of a pafEﬁt;x a literary, artistic .cr wusical

worky or arn industrial desiagn. ) o ) S
/ - \ .
] s - _
We are moving todard,ja_ socigty in which the most

impcrtart rescurces are rot corporéal. (4)

"Property" is today essentiélly conmcerred
with relations betweer persons, and

the aralogy with tarngible things is
quite misleadivg.....The clder carception
of property —..... (is) limited to rights
erfcrceable against an indefinite

runber of third parties, such as

the rights ‘and interests a marn has in
land and chattels to the exclusion

of cthers...... :

Oroperty is today best urderstocd

irn terms of relatioral equities:

property rights are the sancticoned
behavicural relat:i:drne amcng mern that
arise from the existente of goods

and pertain to their use..... .

. Te a limited externdb, fhe_défiﬁi{ioh of property in terms

-

of equitable _rignts'between-bartxés-conForms to the common 1aw

of cbnfiﬂentiality; Th{é branch Gf the law protects informaticn

“and thée .remedy provided is a personal 'right ratHer tharn a right

¢



pfdperty and the extent of statutory and commor law protect1on‘

3-9# -hetﬁqu.

development

.laﬁ.

-

T’hé

is-

i

.

pub11c 1nterest in st:mulatzng technolog1cal

common to all brahches of 1ntellectual property

- . -

1

Th " chapters wh h follow are concerned w:th 1ntellebtual .

.



a7

FODTNDTES -

i. R.5.E. {970, c. P-a,

2. RLS.C. 1370, e. C-30.

3. R.S.C. 1370, e. I-8.

4. R.B. Hammond, - "Quartum Physics,
Property Rights té Information” (1979)
at pp. S0-53. Coe ) :

Ecoricmetric Models ard
27 McGiil Law Journal 47

\



r—

-1, Drincipies of :Patent Law

of the Act. Conflict-proceedings are instituted where more than

: - INVENTION - |

L

* The Caradian . Patent Act (1) pnoyidgé the irventcr with an
exclusive mcropaly " for a period of seventeen years {(2). To
zecure this grant, the inventor or his assigree must file arn

appli¢atidh in the Patent Office. The Canadian system is based

en a "first to invent" procedure.” This is clear fram sectiorn 45

i

cone  applicatiom is received for the same inventiorn. In é tcase
of  conflict, the Exam:ner'will award the patent or the basis of
first inventorship. Applicaticr is a . wandataory Filing

procedure. By way of contrast, copyright arises inheréntly upor,

.

creaticon. ) ’ - s

The patent aéent, upaT irvstructicons from'the'iﬁventor;

will draw up the specification and ciaims. Thé 5ﬁec}ficat;6n
describes hcw the invention wor#s. The clgimé defire _tﬁel
parameters of the invéntion; Thé; must Jbel_drafféd Bkoadly
encugh t& encompaés the ehtirg ;iﬁvéntioh but the& éa%ﬁqf‘bé
érafted teca broadly,” for thatfwouldibe to claim more than Gaé

been irwvented. Claims must be construed as a whale to ascertain

- whether they conform ‘ta the. three reguirements  of

patertability: novelity, wutility. and -irvertiveress. This is
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; oo : N ) . : ) R
. consistent. with “the .philcosophy behind the Act: te reward the

-

1nvéhtor for his \kabour.and expenses, and to persuade'himtand

—

others to contribute to advarte technology;

/

2. Peliecy ’ o '_ . o - L

Patert legislation car be Atraéed' te the severnteenth

certury. - The Statute of MOtholleS'(3)-dEC1arEd moncpclies to

"be wvéid as against the public interest.- There was an exgepticon

made irn the case of inverticr. A particular tyoe of moriopoly,

Knowrn as & - patent, was granted to-an 3nQentbrf provided that

the irnventicon was nrot cortrary to oublic crdér.. Patents ‘were

granted for any marmer-of rew.marufactures not céntrary td the

law nor hischievous to the state. The term "marnufacture” -was

. explaine&.in,EUultoh v. Bull (4) as ?qllows:

It was admitted .iwn thé‘arguhéﬂt at the bar,
" that the word 'marufacture’ ir the statute
was of exten51ve 51gn1flcat1om that 1t
‘applied mot conly ‘to things made, but.to
the practice of makirg, teo principles carrvied
anto practlce 1N a rnew marner, to new results
" of princdiples carried 1ntn practlbé-{...Under
_th1nns made  we ay class in the. first place,
riew "comotsitions of things, .such ‘as marufactures
1n the most ord1nawy sense of the wordj; second‘y,
all mechamical 1nvent10n=,,.... for a new piece
- of mecharnismn is certainly a thivg made. Under
.the prattice of makirg we may class all rnew
arti1ficial warmers of cperating with the hand,
_or . with irnstruments irn commom use, NEW ProCESSES
ivm any, art, producing effects useful to the
public. - ST ‘ :

\

A  patert would'-hbt‘ be éhantedi if to do .sc would be

.
RS PrRy |
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irvjurious to

.
- .
~

frade.-This.ﬁﬁoviéion was retaired in S. Eé(S)-of

“the Canaqian Patent Act which states that

.

No patent shall issue for an invention
“that has an.illicit cbgect in view....

‘ . ‘ . .
The. Canadian Act alsc allaws the Commissiconer of Patents

te issue a compulscry licence to circumscribe the mencpoly. S..

.867. of the Act sets ocut six situations which constitute abuse by

’thé. ﬁalder of the patent. An application for a _licence can be

5roughtfafﬁer three yéars from the date of the patent.

A .furthen étatutory restriction on the scope of the patent

is set .cut in S.-_Al' of the ~RAect. This section”bertaiﬁs to

paternts . for_ chemical products and to substarces irntended for

- -

- 3 . R t. . . N .
faed on mwedicine. The substance must be claimed in conguncticr

‘with . its method -or process of manufacture. A scheme of

compulsoﬁy-'licen51ng is .set ‘eut in S. 41(3) whereby the

‘Commissioner determirnes vfhe amcurt of royaities payable to the

Cinventor, by considering

the desirability of makirng

the food or medicine available
to the public at the lowest
possible price cansistent

with giving tc the irnventor
due reward for the research
leading to the inverntion.

A claim which consists of urpatentable material will be
strﬁck from the patent application. A claim is toco brecad 1f it

recites a scientific or abstract thecorem {S) sirnce theorems

. form -part of the publ?c domair. Claims to compufer software per
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Cemiis a mamazt itisainZa B

se as well as computer implemerted processes characteristically

incorporate mathematical algorithms. Rlgorithms per se are

unpatentable. Aﬂatentability is daiermined by asseésihg whether
the nqvelty cortained in a patent applicatior carsists solely
of the program's glgorithm; It is arguable that a.program has
ne novei "cutput". We will examine the legal implications far

the patertability of software and its relative, firmware. (6) 1
1

3. Hardware v. Saftware

A machire which 1is rcovel, useful, and urcbvicus can be
-

patented. Section 2 <of the Caracian _Patent Act reads as

follows:

Inverntion means any riew and useful art,
proecess, machine, manufacture or any new !
antd useful improvement ir any art, process, [
machire, marnufacture or camposition of matter.

Therefore, computer machinery, or "hardware" is paterntable. It

wculd seem  that hardware is also distinguishablie fraom scoftware

in terms of the nrnature of the property: only the former is
]

tarngible. (7)Y Some aspects of scoftware are tangible. The

distinction betweern bardware arnd software is more substantial,

Prooesses  are patentable, although reither dirvectly tangible

nor static in character. This is set cut in 5. & of the Act.

In the case of Terrmessee Eastman Cc. et al. v.
Commissicrner of Paternts (8) thé Supreme Court of Carnada stated

that "art" and “process”, terms which appear inm S. Z{(d), are
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circumscribed by the language of S. 28(3) and by the Desfgﬁ'ﬂct

and the Copyright Act.
4,1 Scftware: Rlgorithm v, Process

Arn algeorithm is a series of steps to sclve a problem. At
first glance, the definition could alsoc apply to describe the

term "process”. However, the latter can be identified by its

chemical or physical elements which interact to  produce a

}Eysical reality. {3) This was reccgnized in 0'Reilly v. Morse

(10). The inventor cauld patent a process which used
eiectromagnetism ta  produce distiniguishable signs for
telegraphy, but rnot electromanrietism, however developed for

marking or printing intelligible echaracters or signs. This case
was cited with appraval in Gottschalk v. Benscen (11) where the

Supreme Court of the Urnited States stated:

A priviciple ivw the abhstract is a
furndamertal truwth; an original cause;

a motive; these cannot be paternted,

as no one can claim in either of

them an exclusive right..a..Pherncmena

of rmature, thought just discovered,
mental processes, and abstract
intellectual ceorcepts are not paterntable,
as they are the basic tools of scientific
arnd techrnological work.

-

The mathematical formula was found to bhave rno substantial

- practical application except ir cormection witk-w a dipgital

computer. In such circumstarces, the effect of gramting a

patert for the program would be to pre—empt the algorithm,

LI A

.
]
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%4.2. Mertal Steps
al :

A doctrine was developed in the United States during the
last,/Uecade, which denied orotection to any process which could
also' be perfqrmed without mechanical aid. It is called the
"merrital steps” doctrine. It flows from the corcern of patent
law with practical embodiments, and the ﬁrinciple that ideas
carmct be patented. The Examinenayculd analyze each claim to
determive whether its rovelty resided iv arn algorithm which
could alsa be performed in the mind. An affirmative finding
would defeat a patent. The test presumes that all steps in a
procéss rmust be physical acts applied to physical cobjiects. (12}
The Patent Office has ceased to apply this test as the scle

criterion of patentability. (13)

Ce

The prirciples discussed above illustrate the reed to

draft claims which emphasize the physical embocdiment, herce the
practical application of the invention. The Jurisprudenge

relating to the pat€htability of scftware is recorncilable when

viewed iv this light.
S. Jurispruderce

5.1 Early Principle : Uriversal v. Special Purpose Machive

Vi )

5.1.1. Carnada

Ore of the earliest cases in Canada corncerning computer

-~
1.
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. pvograms was a - decision of the Patent Appeal Beoard, ﬁe

-

Application No. 961, 392. (14) The applicant submitted that he

had obfained "a rew machine by causing the computer to operate
in hitherto unkrown. marmer. . The Commissicner defiped the
155ue to be whether the copputer becomes a new machine wheh

programmed te operate in a novgz and useful fashion. TNO types
-

of claim were alicwed: M '

t)claims for methods of controlling the
cperatior of aldata processor or for
conditioning the cperation of a data
processor and

#Yelaims for a cata processor controlled or
conditicned to operate inm accordance with
’m defived . pragrarm.

The Board was prepared to allow a patert for a computer as Y
inverticri "deemed to be a machine which is different from the
sawe computer wher programmed ivn ancther way or urprogrammed. "
{1%) The Bocard alsco stated that claiﬁs ta "a set of ordergd
ps or list  of imstructions specifying the internal chaﬁges
of a state of physical devices within a data p?éceséor" could
wot be patented as a programme. (16)

The term pragramme is taken to mean a

set of ordered steps or lists of

instructions specifying the internal

changes of state or physical devices,

withir a data orocessor. This set of

atess ar lists of irstructions may
- be reccorded orn a variety of handwritten

iists on paper, punched cards or paper tapes,

G magretic tapes or electric wiring. No matter

what fForim or Cevice is used to record a programne,
it is rot paterntable as a programme. This is the
canclusicn that has been reached in many countries
arigg 1 find rno reasaor for the Patert Office to
hoig a different view., (17)

“

Twg  DPatert Appeal FHoard considered whether a computer that is

i



17
w

programmed in ancther way. (18) The distinction betweern "urdversal”

and "special purpcose" machinery first ernurciated in the British case

of Slee avd Harris's Qpplicatiqhh(lg) was accepted in Carnada, whed the

L
-

Commissiconer stated that decisions of the British ard Americawn courts

are authoritative in Carada. 20)

- The evolutiorn of the relevant jJurispruderce in these two
i - .
countries is sionificant because of the interrnational nature of the

saftware indusiry.

5.1.2. EBEritish Jurispruderce -#

D

- :

AT~

A ciaim for "a computer havirg slow arnd quick access storage,
whers proorammed ta scolve & linear programming problem", was held

patenmtable in Slee and Harris's Application. The iﬂyention was

. 1 - -
characterized as a machine which had beer temporarily modified. The

Failaowing explanation was given (21):

The mearns claimed is more tharm a reccord

of the prapram, it is an integer which v
ahysically co-operates with a computer to
control the latter to cperate 1n a certain way.
The means can, therefocre be likened tg a cam
shaped according to qgrtain\formulaé so that,
whern fixed intc a machine i1t centrols the latter
in a certair way. )

Nk

Ll
The Datert Office rejected a claim for a method of cperatihg

computer since the product was imtellectual information, and

L - / e
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" rot a verdible productﬁ

Arcther FBEritish case cited with app;dval irn Waldbaum (22)
was Gever’s Applicaticr. (23) It - concerred a methed of .
prepari;g a trade mark, index using puriched cards. The claim; '
were redrafted for presertaticrn befcre the Paternt RAppeal
-Tribuhal to incI;de an apparétus which was..conétraiwed to
furction ir a certain way. Graham; J. in the Appeal Tribural

cited Boulton and Watt v. Bull {24) ard found that the

irvention was :atehtaple as a "manufacture” within 5. 101 'of

the BPatert RAet. The Tribunal heid further that z purched card

ie analogous  ta A cam. Wher nlaced in a machine, the Yesuwliwis

nevel, useful and inventive. Therefcre the imvention is no less
s . Coa
natertable than Ta new type of carburettor which is accessory

te twme motor car for which it is irntended." A punched card is
ancillary ta the machirne sirce it is wnmot  intended to

communicatg\iﬂformatioﬁ tc the human eye. (25)

i

- N \

- -

The GEritish Patert Act was amended in 1377 to expressly

exclude satent orotectdon. for computer proorams. This was

rECRSSAry because Bvitain is a party to the Eurcopean Patent”
- r *

! L4
Carwenticon, . which - provides in Art. 52 par. 2 that scftware is
ot ~atentable. Furthermore, the relevance of Eritish

Jurisprudence has beern brought inte gquestion by the Supreme

Court of. Canada in the important case of Termessee Eagtman
Id X A

Compary. (26) Pigean, J. stated !

s
1 doubt whether decisicons dealing with
the patertability of inventions under
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the U.K. Act are entitled in Canada to

the weight authors such as Fox

{(Cariadiar Law and Practice Relating to
Letters Patert, 4th ed. p. 13) seem tc

thinx they shculd have. There are substartial
differences between the British arnd Canadiarn

statutes which reed not be enumerated. (27)

E.1.3. Bmericar Jurispruderce

The nistory arnd scoacial palicy of the Canadiarn Aet can be
more reacdily lirkened to the nmericéntpétent Act than to British
legislatian. The text of S.fEB aof the Carnadian Datent~nct 15
ccomnarable to the apparent purport of 35 U.S.C. 101. ‘The early

2.5, rcases .retain the same dastirction  betweern gerneral and
- - . .. .

speci fic machirnes commnar to early Canadian and British

-

surisprudence. In the case of In _re Berrhart (28) the Court of

Customs and Zatent Appeals stated as follows:

~

T
() f & machine és programmed in a certain new
ard undbvicus way it is physircally different
Fraom the machirnevuwithout that proagram;
its memory elemerts a;é~d$£ierently arrarnved.
“he fact that these physical>charnges are invisible
ta the eye should not tempt us to conclude
that the machine has not beern changed.
Tf a rew machirne has not bSeer invented,
certainly a "rew and useful improvement?
of the uhprogrammec machine has beer,
ane Coangress has said in 3% U.S5.C¢ 101 that
such improvements are statutory subject
rratter for a patent. (23}

r  GBAttechalk v, Renson, (30) the Urnited States Supreme

0"

Gt rejected an  apolicatiern forr & patent whose clams
Putencted  to a  monopoly fer a mathematical formula. The court

¢id rnot, however, ruale out the patentability of computer
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c
cecuced from the case is the follawing:

per S
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-

————

It is
But in

e. The "nutshell" prirciple (31) which has been

~

conceded that one may not patent an idea.
practical effect that would be the result *

if the fermula for converting BCD riumerals to

pure b
" ThHe ma
substa

irary numerals were paternted.in this case.
thematical formula invalved here has rié
ntial practical applicaticri except in

connection with a digital computer, which means

that i
weusd
and in
the al

The court stat

y

f the judgment below is affirmed the patent
wholly pre-~empt the mathematical formula
sractical effect would be a paternt on
gori%hm itself.

ecd *he characteristics of a process patent to be

the "transformaticornn arnd reducticorn of arm article to a different
\

state oar

-

The

Darker v

Supreme
algarithm
éxecuted
in the
wholly
acdditicna
TJoagt-salu
tangible

{34)  The

IO RSRes

thing.

produe

. Floo

Court
te c©
by com

oublic

pre—-emp

1 uses

(32)

f. The Praduct of the Inverntiorn

t of the process must rnot be ‘a pure rumber.
kK (33 1is arncther decision irn which the U.S.
rejected methaod claims employing a mathematical
ontrel the rate of a chemical CoNversion process
puter. The court affirmed that algorithms belong

damairn. The argumernt “that the claims do not
t the mathematical formula if there are

remairing irn the public deomain, was rejected.

ticm activity whereby the algorithm irteracts with a

substarnce, 1s rot sufficient te confer patentability.

Court

,  prov

stated that scome orograms may be paterntable as

ided that there is some irnventive corncept other
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tham the algerithm  ir the applicaticr. (35) The case has been
criticized or  the grouncs that the irnventiveress ivherent in a
comzuter orogram  consists  exclusively of the algorithm. The

executicre will always 4 routirme because the apparatus 1s

irevitably the stancdard computer. (36)

A Jracess  which, erhances the cperation of a computer ig
: 4 p

patertasle. In the certemporary decision of In re Mcllroy (37D

the Court of Customs anc Patert Appeais relied uporn its finding
1 HBemscor for the propositicon that "a process havirng  ne
practical  valae cther Thar ermarncing the interral cperations of
idigital computerd) was in the techrclogical or useful arts and
hence  was statutcry under 5. 01, The claims defirning a methcd

for retrieving symbalilc cata were held o be patentable,.

7. Twa Guides Lo Bsrertainung Patertanilaty

C
=

The aloroach to ascert51n1ng whether a machirne 1s

i - ’ * - -
patentasie 1nvolves two steps, It was ernuncirated 1w Inm re
Treemar, t28)  aro modified partially in In re Walter. (39) The
claim 1S exarmined to cetermine the sigrnificarce of the
aLnarcthm, (£0)  The claim must . impolement the algoraithm 1n a

N -

» . .
spact Fac marmer  to defive structural relaticnships between the

adparatus claums, wr  cdefine pnyeical process steps. To this

enc, the.clsim is arnalyred as a whaole.

v dalbter, the  Conrt arsicted upon arnalysais of the olaim

—_———
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as a whcale, to determire whether it is merely directed to the

4Q

soluticonm of a mathematical algorithm.

For instarce, if.the ernd product of a claimed
ivwverticn is a pure number, as ir Benson and Flook,
the invention is ron—statutory, regardless of any
post-scluticn activity which makes it available
for use by a persorn or machire for other purposes.
if, however, the claimed irnventior produces a
shysical thing,...... the fact of

representation in nungerical form does not

render the claim ronstatutory. (41)

Twee cases came before the Supreme Court of the Urnited

States 1w 19381. Iv» Diamcrd v. Diehr {(42) a patert was grarnted
uanr an application for a computer—aided methéd of cperating a
rubber-moulcding  press. A digital computer was used to caiculate
“Se durationm of cure-time which is essenti1al ta the pracess.'

The couwrt fournd a process, constitutivg an inventiorn extending

-

beyond the algorithm. Uoholding the Court of Customs and Patewnt

Apneale by a majerity of S:4; the cocurt stated:

when a cLalm containing a mathematical
formula 1mslements or applies that

Formula irm & structure or process which,

whern considered as a whole, 1s performing a
functicn which the gatent laws were desigried |
to protect, (e.g. tranmsforming or reducing . r
arn article to a different state or thing)

ther the claim satisfies the reguirement

of §. 101. (43)
Thus, & orocess which satisfies the regquirements of
rrventiveress, rnovelty and utility is patertable despite the

Fact that it 1% serviced by a digital camputer.
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The case of Diamond v. Bradley'{(44) decided by arn ecually

snliit U;S. Supreme Court granting a patert for apparatus claims
which irnvclved calculati;ns; The inverticrn was found teo corsist
of a combination of tarpgible hardware elements, including some
Firmware. This rase indicates that even the exoress pgreserice of
a mathematica: algorithm in the claims wilil not negat:ive
natertability. This proposition was confirmed by the C.C.P.A.
irn the case of In re Hardo. (45) A pqﬁeht was pranted for an
crvernt lon which transformec the interrnal  operaticons of the
computer. “he irvert.on :rterareted high level larnguages in
] -tk code  and compilec  then im;o macHhaire larnouage Tor
executi1cn by a coamputer. 51M}1ar1y, a methoc. of eeirsmic

ex o oralian was  held by the C.C.P.A. to be patertadle in the

case ofF 1o e Taner. (46) The crocess effected cornversion of
Siurals o arta a P foarn representins tne earth's  rvespornse to
cylinerical o s:anal  waves.! Paruwey, C.J. rhelg as irrelevant

the fact Fhat  the  "physical  apparitrons” couild  alsce  he
reorecenter by methematical formolae.

A, Towio’isaiar @ Dairections an the Febéedaty Court of Carada

Yany uncertaintles  CLrviger  regarding characterization of
the iriverticn, The caurts nmust determine whether the essernce of
“hve T irnverntior ts  the algorithm or  arncther element which
cornnctes invertive 1rngernaity. Iir cother weorcs, once  the

aloorithm s =tripped  away, the courts must cetermine whether

the remainder is properly the subject of patent orctection.

!
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These issues are not Foreigh te the Federal Court of Carada,
despite the paucity of cdecidions reparding patentability of computer

software, In Schlumbercer v. Commissicner of Dategts (47) the Federal

Court aftfirmed the Patert Appeal Board's confirmaticorn of the
Examirer's rejection of a process tc arnalyze data. The process was
Dased on a computer program desigrned to assess the availlability of
hycrccarborns in shaly sand formatiorms. Pratte, J. was rmot influerced
2y the abserce of alcorithmic exoression in the claims. He stated
what 15 'rew here is the ciscovery of varicus
calculaticons to be made and of the mathematical
Fovmuiae to bSe used in makivng these calculatiors.
If those calculaticns were riot to be effected by
computers sut by men, the subject-matter of the’
apo.icaticon would clearly be mathematical
Farmulae arc a series of purely mental

aperations; as swuch, 1n my view, it
wonid not be patentable. (48)

The  remarks of the learred jJustice herald the pre-emivernce of

substarnce aver Torm. He went on to turrn the merntal steps doctrine on

tte head, by stataing,

{TYhe fact that a computer is or should be
wsed to implement discovery does rnct charge
the nature of that discavery. (43)

We have seer the abarndorment pf the mertal steps doctrime. The
fart that the mind is u%Fq does not, of 1tseif, regate patermtability.
S5imilariy, the fact that a ccmputer 1s used doces rcoct, of itself,
conmTer patentabilty. It is at this jurcture that Americarw and Caradiawn

Jurisprucence converge. The heart of the issue is characterization of
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1nvent ion.

the
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INDUSTRIAL DESIGNS
-

The computer éDM is comprised of electraonic circuitry
which relays information. It i1s a three—-dimersicral silicon
chip, miruscule in size. Plastic works which are relative to
science are imcluded with:irn the scopé of pratection Extemdgd by
the Canad:ian Capyright Rct te "every origiral literary,

cramatic, musical ard artistic work". (1)

Sectior 46(*) of the Canadian Copyright Rct coambines with
Rule 11 of the Irndustrial Design Qc&. {2} The effect is that
copyr;ght srotectianm 13 umavailable, | althcugh it  would
ctherwise subsist, irn anm artistic work which is 1ntemdéd for
use  as a model  or pattern  to be multiplied more tharn fifty

times by ar 1rcdustrial process. Copyright arnc industrial design

AR mutually exclusive forme of protection accordiric to

Caracrar law. (3)

”

R cesigrn which 1s utilitariar rather thanm crmamertal 1s

not capable of grotectior urnder the Industrial Desigm Act. Ir

=

Garndy V. The Cammissicrer (4) Mahorey, J. approved the

cefirmtion of design erurciated by Jackett, P. irn Cimcon and

T1engo v. Bench Made Furniture Corp. arnd Zdwards (%)
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The sort of design that can be
registered is therefore a
design to be "applied" to
"the ormamenting” of an article.
It must therefore be something
that determirnes the appearance H
of an article, or some part of -
an article, because cornamenting
relates ta appeararnce. And it
must have as its objective making
the appearance of "an article more
attractive because that is the
purpose of ornamenting. It carncot
he something that determines
the nature of ar article as such
{as opposed to mere appearance)
ard it carmot be scomething that
cetermines how an article is to
be created. In other words it
rrarmcot create a monopaly in "a
product” or "a process” such as
cart be acquired by patent for
inverit iarn.

5. 1 of the BEritish Registered Designs Act provides

that the features of arn industrial design carmct be dictated

RN

sclely be  furnctiern. In_Amp Inc. v. Utilex Proprietary Ltd. (8)
the House qu_ Lerds stated that a design must have eye appeal,

and dernied protection to desigrns for a single electric termiral

and to a number of terminals jcined together.

The BEritish Copyraght Act was amended ivn 1368 tco permit

the co—existenée of copyright and design protecticn. The effect
has beernr to inhﬁbit compe%ijion amoﬁg the marwfacturers of a
purely utilitarian cbjyect. The stardards of protection are
more  lemient in respect of design copyright tharn for the grant

of a patent.

Reproducticr  in  three dimensicns of a two-dimensicral

LRSS
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copyrighted work constitutes infringeﬁent Wi Great Britain. S.

3{(1) eof the Ernglish Copyright . Act 1956 protects artistic

4

»
s

works, irrespective of artistic gualj

-

namely paintinns, sculptures, drawings,
erigravirigs aﬁd photcpraphs.

Vi

This sec%ion nas had a severe i1mpact corf the auto parts

-

indusfry. Ore example is orovided by the ase of Eritish

Leyland Mot or Corpdrgi}gggrv. Rrmstraon atents. (7) Tn

N
software ba

e
) ""
d?fendants were held liavle of infringing the piaintiffls

cepyright  in  drawings of exhaust pipes by marufacturing the

parts so described. The court stated tha? an infrihgement of
: ‘ . A

drawirgs is wnet limited to reproductiorn of the drawirgs irn two

dim%nsions. The . deferdant did not contest that {he exhaust

—_—

[
pipﬁé would appear to a non-expert as a reproductiorn of the

drawings. This is a requiremert, 1n accordance _wi:th 5. 3(8),

. N } A 7 '
in Canada, the term ofvprotectlon for 1rndustrial desiprs
hY

is shorter: tharn that protjﬁed by copyripght legislaticrn. The

design must be registered before it is published. There is rna

reported \case of ar attempt to enforee a proprietary right o

“eri industrial desigr legislaticr.

To ciaim protection, the desigrer of the chip rust

r

establish tha the pattern ‘of electronic cireuitry was not

-

selected-‘%or purely ilitariarm purpoeses. It is no% likely that

the  auther of the scurke program could be characterized as the

industrial desigrer of he/éGM chip, sivce this develgoer has

1.
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usuaily not. envisaged the layout{fﬁf’ the electronic cir:cuitr‘y.

-

However, \Emch protection c&uld be claimed by the designer who

ultimately determines the orn entatior of the pattern which is .

applied toa the—ailicor chip. -

v

- 7~

P}
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EXPRESSION ’

i. BGeweral Prancioies of Carnadiarn Copyright Law

The Caradian Copyright #Ret affords orotection for the
p .

origin;}\sfpression of 1deas in artistic ér literary form.

Sect:o; 3 defirnes the ambit of literary works to include
-

"maps, charts, plans, tables and compilatiens.” That section
nrovides that infringement cCocurs by reproducticrr and
oublicatiorn of the copyright expression. The actual usg'of the
urcerlying idea ig noticeably abéent fram this list of
prohibited sehavicur. For example, it would be ar infrimging
act to copy a recipe, but not to bake the cake. This is because
capyright extends to the expression, and nct to the underly;ng

-

ideas. (1)

The term of protection is related te the rature of the



-
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.

work. {#). BAs a gererai rule, cooyrightvendures for a minimun

of fifty years after the death of the author.

-

Z. Palaicy ' . i
Cariadiann legislation does rot 1mpose formal recuirements
to secure conyricht. For examole, registration 15  rnot

mardatcry. fOn the cother rnarnd, the scope of orotection is
narvower trian what 15 afforoed by the Paternt Ret. Common to
Soth Acts 1w the  absence of  aratection foro pure ideas. In
conmtrast to the maoaadcily which a patent confers, the Copyright

e

Act sermiis indepentdent creaticon stemming from a common source.

15 particular

.

The paiicy context surrcurnding the grant of
Form of  orotectiorn has  been cefired oy the epartment of

Corsumenr and LCorporate RAffairs (Carnada) irr th

]

cllowing

Marver:

The primary just:ificat:or for conyraighilais tne
convictica that encouraging rrdivaidua: Jiterary
and artistic effort by perscomal gain i¢/ the

hest way ta oromcte public welfare. ...
cenferring a limitec moncooly (it)
15 1hternded to erncourapne authors
b write and publisn by removing the
Fear of nlaciariem. hence the irdivicual author
- wroartist wi1ll be enswed of beang adeguately
comopensated for his or her effortse while society
3

wii o menefit through publication of the work., (3)

i lavce wmeasure these considerations echo tne rnterests

ungerliying patent 1

enl

siation. Une major differernce hetween the
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thc Acts  is the stardard of originality. The quyright Act
imposes a _ less stringent test tharn the "novelty" which must be
,ﬂ_nstéglished t; obtair a patent. Originality is demonstrated by

2 Ci:stincuishanlie variaticorn fram clder works. (4)
5 .

£
- .
t
//, //,The Caradian repcrts by A. Keyes and C. Bryrnet (3) and Dr.
< ' S .
Laimer {(6) agknowledge the advantage af awarding an
T

-~

intellectual proprietary /rlght toward the dissemination of
infermaticon., However, al particulariy impcrtant characteristic

«f the Caradian context is the pesition of Canada as a "rnet

imocrter of techrology". (7)Y  HWe suffer a deficit of hamegrown

copyright  materaial. if most copyright *oyaltiescgre earned by
Y

revn-Canacirans, the cest of misaliccation of rescurces and

wemencty  orcofite  arg  Durdensome  te Canadians. Nor can Canada
P .

lecisiate tn discrimivate  between matiorals and ror—naticonals
./ ) ‘ '

witnout oreaching ner treaty obligaticons under the Berre (8)

arc Uriversal Copyright () Cornwventiorns.: These studies .

emohasite  that stiffer ccooyright legislaticn must be jJustifiec

[
by & strong software incustry.

Software develapers argue that strong  legislative

p?otection weonld foster the ernvirconmert for this imqﬁgtry ta
quurkeh. 1t requires -comparatively little initia{/ capital
IHVEEFmEht but a high level of educatiorn. Canada coulé become &
noﬁietitxve exporter. Cocoyright protection faor rcomputer

swoftware must be nrecuivocal if Carada i1s to reap the berefits

of reciorecity in the arena of international trade.

-
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3. or “2istorical Review of Cooyright

A survey of copyrignt Jurissrudernce reveals the extent to

-

whiich this 2ranch of sronerty law has beern modified cver time.

Jri

18]

inally, ccoyrignt legusiatiorn Ci1d irndeed focus uporn ideas,

circe 1t was a&assocrated with qensorship by the monarch. (i0)

he Erclish Court  of Star Chamber established the Staticrers’
Camparny to 1ssue  cublishing oermits  and remurerate worthy

authcors. This arrarngement allowed the Crown to exercise contreol

aver the content of literary works, The Stationers' Compary

, . .
Held - a morncaoly from 15%6-1534, anc comtirued to pass by-laws

ever after this periad.

—

The ro.e of cernscrehilip  was less  emphasizec curins tne

rerarn of  Gueen PArrne. Pursuant to "An Act for the erncauracemernt
: : 4

of  Learrning oy Vesting the Cooies of praintec Books an the

Autncors oy Purchasers of Such Capies, C'Ll‘r‘i'rr‘.._{ the Times thereirn

mentiored”  (11)  authers who vegisterec their wgrks with the
. T~ : ’

Compary weres grotected agdinst unauthorited dunlication for

Tourteen years. Tr. the case of unpublisned works, thelcommon

law raviced the author with  ar altermative tao statutory

pratektion as of 17E3. (1D

Witn +the develdoment of the orinting oress the foous af

~

copyrinht  centred ugon | exoregsion, rather tharn conternt. (13}
Thig charnce v foous nas  remarned with omodern copyragnt
~ hl



legislation. 1t would rot now be socially acceptable for the
iegisiétor to use cobyright as a weaporr of censorship. To
rrevent this, copyright must be restficted to proéect original
forme of expression, regarcdliless of the underlying idea. Rs a
corcllary, _mo. ore  can momogolize the idea. In the context cof

cotrputer orograms, the :1dea 1s the algorithm,

4, Toea v. Ex3ressicn

-

e saftware cevelaner who seeks to maintain capyright must
establishk that <*he prooram 15 a particular expressicon of an

1dea, rather than an attempt to moncpalize tne idea itself.
-

Whern 1cea and exoressiorn caincide, there

will he <orotection agairnst rothiwmg other than
rgertical copying of the work.... (T)he scape

of proatection iricreases with the extent

exnression differs from the' i1dea....The i1dea

and the expressicn wilf coirncice whern the expressicon
ovavides mothing aiew or additicoral over the

idea. (14)

The ratiovale 1s  that ideas are the "cdmmor heritage of
mahklﬂd".~ Ari expressicon carnot be copyrighted if the idea,can
only  De  expressed in one ferm. This has led same Jurists tao

&

posit that Ccopyricht should mwot  be extended to pcomputer
Dragrans.

If there 15 only one useful way of setting

cut the oraogram, ther it _is d:rfficult to .

Justify the work as ore 1rn which copyright should

o subsist. The reasor is that if cépyright were
Aalieged to subsist in the program, 1t would

anparerntly have the effect of protecting the idea
{viz. the irformation cortent of the algoraithm)

~
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rather than its expressicn. That result 1s contrary
-. to the ilaw of copyright. (15)

’

. A} I3 .
As  authoritw, for this oroposition, the case of Cuisernaire v.

Scuth Wwest noorts {:6) is cited. The Supreme Ccurt of Carada

neld *hat there :1s ro codyright 1vm a set of coleurec rods. Tne
coloured woocer sticxs are aicfs to teach a&arithmetic 1w
elemerntary chaals, facn stick represents a rumber of units.
The cocurt characterized the wors as purely furnctiornal. Desoite

the brizht colowrs, the rofds were fcevoit of artistic merit. The

case shows the cifficuity :n  det@rmirang the dividirg lire

netweer 1Ceas art thmetir expressian.

.

The earliest formatiar, of this teet 15 to be founc irn tne

case of Eﬁkeyﬁu\;SELﬂEﬁ_(IT) where 1t was heid that blarw forms
wniChY organize  data are not Copyrxghtabte: The cplect was a
method  of  accounting. The court d:6 ot fird exoression peyonc
tne data which was arcamized oy the 2lané  forms, Arother

examnle of the cichotomy betweer ideas and expressicn is found

1v the case of Morrisey v. Procior anu Gamble o, (18) A set of

cortest  rules was refused recistration of  copyright, saince
tuere was a Firmte rumaer of ways ,to exoress the  10ea.
Moronolizaticon  of the sum of possible forms of expression would

pffectvely remcve the dea  from tne punic domaiv. The U.S5.

Comyright Rct withholds orotection froam any

idea, procedure, process, systemy, metheod

of operation, concent, prirvncipie or discavery,
regardless of the form in whicn it is
cescribed, exnlaired, iilustratec, or
«mbodied (159)

et mareama
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This issue has assumed relevance with respect to copyright

protection of software. In the case of Synercoﬁ Technology Inc.

Ve University Computing Ce. (20) the plaintiff claimed
infringement cof his copyright in instructiom marwals and input
formats usec to . solve engineeriné problems ivcident to the
calculation of structures.’ The warwals were held to be the
sunject of capyright. The 1ssue was whether the deferdant had
reliéd upcr the idea or expressicon when copying the formats.
“he court characterized the formats as a method of‘selécting
and arranging data, analogous to the accounting forms at 1ssue
:v  Bawer wv. Seider. Herce, nc capyrioht protect1on‘wa5 extendéd
to the oplaintaffs, 7515 h@lding is &1l the more-strikihg 17
10t of  the cdeferndants! acdmission that they had coplied the

Formats.

\\\\ ‘ et
— - L . » -~
e Caracdian Copyright Act protects narticular forms of
exXoressicn. (21) frn apolicaticon to en)oin repraduction  of

account ing  forms brought the i1ssye of cooyright inn compilations

pefére the Federal Court of Canada ir the case of The Hulman

Groun v. Alpha Orne-Write Syétems E.C. Ltd. (22 The applicaticr’

was refused 1n the trial divisien. Addy, J. held tha# since the

Farms ci.c rict tonveg informat1on. they were clearly rnot

"iiterary works". The Court of Appeal allcwed the i1njurncticon on

+ne  basis that an arguable casy_ Tor protecticn had beern maae at

the interlocutory stace. Sufficient lagcur and skill had beer
7

exnenderd  ta  bring the  Fforms  within, the heading of literary

WOk, irm the recert cace of Internaticonal Busiress Machires v.
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Soirales Computers, {23) Macdame Justice Reed cranted an

ivaunction to restrain the urauthorized reproguctionn of a

program in scurce  and  object coce. She rejected the arzument
- .

that the i1dea amd exoressicon had merged, Since various prograns

coauld be writtern to perform the same furctiohn.

S. PAUCioviSual wor-c

Ld
The ainitial success of tne mar«et for ocoular software is
largely attributablie to the viceco pame. Scme arcace pames have
enjoyed remarwkable success, Maryy games have a very short

life-spar. Irn Micway Mfg. Co. v. Bardai-Pmerica (24) the court

reccgnized that damage resuliting from infrivngemernt may be

nw%marable "as the game may face from the scerne before the

final rights of the narties are adjudicated." The valume of

sales renders the camage all tne more striking.

Tiemerts of the game are twa-fold: the musical sc@nds Wnieh
are emitted, arnd the images which are projected orta {he sCreern
v the arcade or orn the howe computer during both the ”atﬁrgct”
and the ‘“play” modes. Musical souncs have rarely (25) Fd%ﬁeu
the subject of copyright  acticns. This 15 not surprising in
light "of the fact that there is re:ither melcoy hq; harmcry to

. L]
protect. Other characteristics of musical compositicor, such as
.rhythhic grounings and ohrase structure, are absent. The visual
glements ;nclu@e shapes, s1zes. Coolours, seguernces, - and

arrangements. The courts pay close scrutiny to detail  inm

ascevtairing whether a work 15 sufficierntly original to merit

.

N -
g
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copyright protection.

Video games, unlike arn artist's
painting or even other audiovisual
works, appeal to an audierce that.

is fairly undiscrimirating imsofar
. s their concerr about more.subtle
‘2ifferences in artistic expMEssior. (26)

T

In Midway (27) the court récogrnized that "(a) player caught up

in the heat of a vicec battle would tend to cverlocok many minor

a

differernces Setween the names.” (28)

1

"Section 3(1){e) of the Cariadiam Copyright PAct grants
mrotection to  audiovisual, or “cinematopraphic” works. The
1ssue of "fixation” of mcation is importart to corsider. It was

~
-

central to the decision of the Exchequer Court im Canadiaw

»

Acriral Corporation Ltd. v. Rediffusior. {29) Cameror, J.

statec: (30)

{(F)cr copyright to subsist

in a "work” 1t must be

expressed to some externt at least
irnt some material form, capable of
tdentification arnd having a mere
or less permarnent endurarce.

de  did not  find a permarent reccrd of the football game, and
held that the 1mage on the screern was merely fieetirng. There
was thus ne fixation suitable for copyright protecticonl =
f,\’)
> \\
S B

The 1images which are flashed upon the) screen  are
contralled to some extent by the player who cperates a Jaystick
o oaddiles. All possible combirations are pradetermired by the

L ’ s
programmer  anc  maniouwiations of a computer are réver rarndom.

?
i

] . \‘“
e
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Nevertheless, the program is not fixed in the same way that a
melacdy is fTixed when sfored crs cassette. Each execution of the
prosSram 1s unigue.

‘o A secord cbstacle to copyright prcoctecticrm 1wmvolves
isclatirg the elemernt of expression from the urderiying icea.
“he fundamertal critericon resoecting copyright in videco Qames
1s the extent fto which fhe techhology c¢ictates the details of

il

t e game,

Video cames hHave received protectlon in Carnada soiely by
way of 1rntericcutory orcders. (31) The issue 1s settled inm the

trnited  States. "It 1s. nrmquesticrable that video games irn

gerneral are ertitled to’ cogyright protection as aucic—visual
. .

——

works, ! {(22) The variety of nossible came sequerces offered to

the )

[

ayer does rnot  detract from fixdtion of the scurnds arnd
amages  which  are stored on the circuit board of the machirne.

€33). .

The Court of ARAopeais for the Thire Circuilt ruled iv

williams Electronics v. fArctic Irterrnaticral 134) that the test

of  fixation 135 met where the audrovisual work is permarnent 1y

ctored in the memcry devices of the comouter. The pre—-npegulisite

+

1% whether the work 15 "sufficiertiy ocermarent or stable" such

as to 2sermit communicaticon for meore than a trahéﬁtory pericd.

Slaviter, J.  rulec that the terms "fixation” and "copy” shaoule:

e oroacly construet so as  to accorg with  techrnolagical
atvances ant to  avoad the Tunlimvted locoholie" which would



m
o

result by limitimg the orotectien for computer programs to the

text, and exclude duplicaticn of the program which is fixed on
the chip. Williams was decided under the 1380 amendment to the
American Copyright Act which affirmed protection for computer

programs, .specifically. Q

-

The ,courﬂ. cited Stern Electranica v.s Kaufmarn (35) for the
prapositicorr that the player is not the co—author of the pame.
The sights and scunds of the game ard many aotherngaspects recur

from cone came.to the rnext, regardless of the player’s maves.

-

Users ‘of home computers commonly exchange disks. The issue
- N

of haome taping was considered by the Supreme Ceurt of the

Urited GStates in Sony v. Universal Studics (36) The court split

5—4 in Ffaveour of the legality of home taping and held that
videctape reccordivg of copyrighted televisiorn programs fallg’
withirn the exemption of "fair use" provided in S. 107 of té?
Copyrignt Act of 1376 The marnufacturer of tapes was rict held
tae be a CGHJPlbUtGFy infrirger. Videctape rec;rders (VTRs) are
commconly used ta retord the televised program for viewing at a

more corvernent time, This 1is advantagecus to the copyright

cwners sirce the facility offers the prospect of a larger

andiernce. Other acquirers use the VIR to avoid purchasing the

televisicrn pragrams. This reduces the royalties which would

ctherwise be payable to the copyright owners.
The court held that the marmfacturer of a facility which

is designed to facil:tate umauthorized duplicaticr of capyright

r

ERSPYRY XY l
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material 1is not "a cortributory infringer. Th

liability based upon constructive krowledge

¢ .

the court held ctherwise, it ceould have beer

was rejected. Fad

argued by arnaleary

that the mwarwfacturer of 3 disk crive, or a blark tape, or a

program  to decode protectec software has comstructive Ynowledce

S -~ rs

that some purchasers imtend %o use the product to reprofuce

copyrighted software. A finding of
the market.

The rigﬂts of the cwrner. of
pragram  are subjgect to 17 U.B.C.

capyright permits tHe surchaser ef

authcrize the making of ancther cosy o aca

-

pragram provigded

{2) that such rew cocpy or
adaptation 1s for archival
Surpoeses crniy and that all
frehival copies are destroyed
in the evert that cortirued
poessession of the compuater
orocram should cease to Se
rightful,

4

iability

would sterilize

copyrioht in a computer

i7. This

a2 arcgra

exemdticn ta

m  to male

In Cawrada the exemption For "Fair dealine” is rarrcower
? ! b

thari the RAmericarn exemptior for "fair use”. Secticn 17(2) ta) oF

Y

the Carnacdiarn Copyright Act provides an excestion which is Sased

< upen "fair dealirng.” The sectiown provices that

(a) ary fair dealirg .

with any work for the puraoses of owivate study)
research, eriticism, review or riewspaper summary;

woulid not conmstitute infrivgement of cooyright.

fass distributicon of scaftware,

whether

=3

.

L

craturtously owz\
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for profit, detractﬁz\from £he potential royalties of the

copyright owner. The exception provid

in the United States

for fair us {s broadger than the Ca
i .

dealiﬂg“:\bﬁa o "

-, ~
€ Literary Works - /g\

-~ \ \ t

2

nadi xception for "fair
. r

g

Cotputer orograms are ncet  menticned exaressly in
S
the Carnadiarn Act. Our copyright legislaticn has “met beer

revised

materially since its adeoption in 1324, In the absewnce
of a tri .decision regarcding copyrightability of sgftware in

Cariada, it’ must %é determnined whether flow charts priﬂtouté,

ard the exporessicorn of the instructiaf | ‘ e~the

program . are nropdhr  subject  mwatter  for right. Two recent
interlocutery cdecisions have classifiec Computer: programs as

literary Works ‘. Apple Ceomputer v. Cemputermat (37 and

Dyrabec Ltd. v. Scciete D' Informiticue R.D.B. Irmc. et al. (38).

s _a géweral - rule the ournose of capyright is to
protect‘ aesthetic Fforms of expresgioh. Where'is a mumher of
cases where Eppyright haas beern Txternded to furnctiormal works.
Nathpmaz:cal tables (33} and ralilway timetables .have 40)

Lo T .
received protection as  literary works. The informaticon was

oresented ir  arn origirnal fashien. The arrangemernt was desigrecd

L \

to simplify. These cases are alsc cited irn support of the

propositicon  that cone of the purposes of copyright legislaticow

is teo reward . labour which has givern rise tc commercial value.

Lag of orotection leads to ctatic irefficierecy and induces the
: ]

—



creator to direct all efforts toward pretecting the irmovation from

unauthorized use.

Propoments of copyrightabi#ity of software would argue that the
cétggory af literary wcrks is broad encugh to encocmpass computer
programs, either by armalegy to "tables" cor because the defirnition is’
rot restrictive in nature.

In the United States, copyr1ghtab:lit9 of comnputer praograms
car be traced to tée 1376 revisicn of the Copyright Rect. The
definitiom of "literary work'” was expanded to i1nclude works

é@pressed 1ﬁ=word5, riumbers, or cther verbal

or rnumerical symbcols or indicia, rghardless of

the nature of the material aobjects( such as .....

tapes, disks or cards, 1v whitch they are ™~

embedded. (41)

The House Report states that programs are protected "to the extent

that they incorporate authorship in the progrdmmer's expressicon of
- _ ~ .
crigival ideas, as distirguished from the ideas themselves." The .

Computer Scaftware Prcoctection RAct became'part of U.5. copyright law ir’

1381. Specific refererce is made to computer programs. (42)

.

7. Reprocduction of a Proatected Work irn Arncther Form
5. 3(1){a) gives the authcr the exclusive right tc reproduce his
work in its erntarety or iv any substantial part. Suppart for

copyrightability of cbject code woqu\:fly uporn the

hUN
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oreamble of §. 3(1) which states [

-

For the purposes of this

Act, "copyrioght"” means the scale
rioht to prcduce or reproduce
the work or any substantiail
part thereof in any material
form whatever....

It 1s arguec that the scurce program is copyrightable as a
literary work, sirmce it 1s a writirg. Object code would pe seer
as a "translation” of the scurce code intc machine larnguage.

—

Obpect code can be stored ivi a memory device such as a
ROM semicornducter "chip" (irtegrated circuit) which 1s piugnoed
into a circult  board. A si1licen Chip is a three dimernsional
cblect. S. 3(1)(d} applies tco "literary works'. This provision
awards the ccopyright oWrET protectiann of  his work 1n any
"contrivance by which the. work may be mechanically nerformed o
delivered." Iy cur survey of the relevant jurispruderce, cobject
code 1s examined both  1n terms of its relation to the scurce
program, and as a separate work.
1

Im the United States, 1t 1s recogglzed fhat infririgemert

carn occur hetweer works created in different media. {(43) This

does not orove that the object prooram embedded ivi ROM is a

copy of the scurce prooram. Irn Data Cash Systems v. JS5&A Graoup
{44) the abjyect phase of a program was held to be beyornd the

scone of copyrightable material. Plaintiff's computer chess
*
game, embodied ivn ROM, was copied by the deferdant with

\
impunity. The couwrt stated (45) that a camputer program hecaomes

embedded iv material form aro becomes a mechanical device. It
-k-.
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was precisely tnis characterizat:icr of J0M as mecharnical which
led +co - the cornciusicon against cooyrichi. Machires are rnot

* - . -
properly the subject of cooyricht orotection. The court

rejectec the argument that ROM is a copy of the scurce orogram,

k\

and statec (46) .

.

Both at commen law amd under the 1309 Pct,
a "cwoy" must be irn a form which others can
see and read....-a copy ¢f a cemputer orooram
» 15 ancther combuter orocram in its flow chart
v source phase, hecause these are camparable
techrnical writirags. While the RO¥ is the mecharical
embodimernt of the scurce orogram, 1t 18 not a
cony ofF 1t.

Or appeal, the Severth Circuit held that the nlairntiff had
failed .to irclude & capyricht wotice on the Compufhecss cevice,
under the errorecus bSelief +that & orintout could  rot he
araduced Fram ROM. (47) The plaidt1ff was agayn  dernied
copyright protection, because the mandatory rnotice reguirements
were rot satisfied. THe court was bound by the Act of 13073

cince the 1mfr1mgement/occurwed oricr ta 1976,

Data Cash was the subject of attenticon 1in Tandy v.
. o ] 1 ]

Dersornal Microa Computers (48) where the District Court of

Ca.ifornia held tnat a program in obpect cade 1s copyrightable
uncer 17 U.5.C 101, imscfar as & siiicowm chio is & tangible
medi1um af expressicon  within +the etatute. Sectiar 102(a)

orovides that woris carn be "fixed" in

ary tangible medium of expressior, naow
wriown or Later developet, from which they
car he nerceived, redroducec or otherwise
commurcated, erther divectly o with the
ald of & machine cr device.



The court held-that ROM falls easily withirn this definition. It
was not nrecessary to determive whether a ROM chip was a "copy”

withirn the defirmiticon stated in the case of White-Smith Music

Co. v. Ancile Co.  (43) On the facts, it was likely that the

chino had” beer ccoied by exawmining the program &n gﬁ; video
disnlay terminal and then imprinting.the software or a chip.
The oeourt disapproved of the reasoning of .the lawer Court
cdecision 1n Data Cash. The Severnth Circuit denied the motion to

dismliss,

-

Capyrightability of object code was reiterated irn the case

of Apnle Léamouter v.  Frarnklirvn Computer Corp. (50} The U.S.

Court of Appeals held that a computer.program is a literary
WOr K. Bo?h tné source language_anc cbject code embecced or the
RO chap yare —5ubgect te copyright preotection. The Court
eryoined the sale of computer arograms in object coce, stored

1vi RD™ 1iv the deferdant's Applie compatible computer.

Ar  imjunctiorn was granted upen similar facts iv Rople

Caomputer Irnc. Y. Formula Internatiornal. (51) Hill, J. stated

that atl ROMS are copyrightable regaraless of their

"utilitarian" function.

)

Durely furcticrnal desigrns receive protection  in Great
Britairn urnder both copyright  and desi@h legislatior. Maps,
tharts and nlans fall within the defimétioﬂ of "drawing" set

[ g

-
et 1m 5. 481 of the Capyright Rect. These are protected by S.

P

~—
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3(1) of that Copyricht Ret as artistic rather than as literary
Works. In this sense, Brit15h.1egislation ;5 distinguishﬁ?le
fraom the Canadian legisiative framewori,
\

= 31 (a) of the British Ceopyright ARect provides
copyrioht in a drawing 1rrespective of the artistic quality.
Sections AE(S) cand 35 orchibit  reporoduction of anm artistic
work  Minoany mater1;1 ferm”, 5. 48(1) defines "reprcductian" ta
itvnclude cornversiown Y From two  to three dimensions -where the
resemblarnce 1s cocbvigus to the eye. The Copyringht Act would
affer protecticn to a program which 15 embedded 1 a
thPEELdImEh51Ohal Rqﬁ7chip anly 1¥ 1t is a visible repraouctior

of a two—dimersiornal copyrighted work.

rThefe is a numger . @f sections ivn the Caradiarn Act which
allow for copyright arotection of three dimernsicoral abjects. In
particular, §&. Z relates ta agkﬁarchi£ectural work of art", to
"artistic work”, and to "every original; ..... arilstic work'", as
well as S, 3 of the Copyw¥ght Act whiéh defires Copy;lght as
"the sale right to produce-ior reproduce  the worlk or any
substantial part therecf 1in  arny mate%ial farm whatever.” The
application of this secf:éi reguires twa assumpticons @ the

scurce code can b protected as a literary work, and the R0

chip 1s a repraducticrn of the scurce code 1rn arncther form.

5. 3 was reviewed by the Supreme Court of Carada with

referernce to musical warks in the case of Compo Company Limited
-

V. Elue ”Crgﬁﬁ 7MU5197 Irc. et él. {22) The deferndant record
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sresser had not abtained the pre-requisite mechanical

authcrization, wnor had a 5fatutory licence beer granted under’

S. 13. The copyright ir the musical work was irnfringed when the

deferndant made records without right.

S. 3(1)(d) of the Act gives the owner of copyright in a
"literary, dramatic o T ical waork" the right to makEAor
authorize the making of a contrivance by which the work can be
mecharically cdelivered. Copyright pyretection for computer
programs coul? ’be supported by characterization of the source

code as a literary work, and the ROM chio &s a mecharical
L)

~

caontrivarnce.
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1973) on the 1ssue of unfair competitidm.

=1. (1380) 54 C.P.R. (2d) 171.

2z. Ibad., at p. 179. -

3. 1I.BEM. v. Sparales Computers ;UEEEs note 15,

24. 216 U.S.P.0G. Bl& (Distr{ct Ct. N.J. 1383) at p. 833.
23. There i1s only ore example : Ibid., at p. 831.

oo

at 613, 214 U.S.P.0Q. at 42-3. (7th Ciri;lQBE).

-1

7. supra, note #3. Vi

ro

“\

0

&. 1bid., at p. BZ3.

5. (1954) 20 C.P.R. 75 (Ex.).

n

“30. at p. BE. See alsc New Bostor Televisiorn Irc. v. Sports'

Programming Network Irne. 215 U.S.P.0G. 755 (N.D. Mass. 1381).

6. Atari v. North American Philips Consumer Electironics Corp. 672
d

Tex.



31, Bajlly Midway Manufacturing Co. v. Coinex vidEO"GJ;es (1383) 7{
C.P.R. (2d) 105. See alsc Nintendo of America v. Cojriex Video Games
(1982) 63 C.P.R. (2d) 1ee.

32. Stern Electronics Inc. v. Haufmar 669 F. 2d BS2, B56-7 (2d\LCir. e

I11.) at p. 49 the court recognized expgessly that the ccompute
program copyright corrected with the video game carn be protect
separately Trom the audicvisual copyright.

1282). In Midway Manufacturing v. Strcheon (13983) U.S.P.0. 42 ZE}D.
d

39._Ihm£g_gerta1n Coin—Operated Audicovisual Games (1383) Zi8 U.S5.P.0.
925 (U.S. Irterratioral Trade Commissiorn).

6"

34, 215 U.5.P.0. 405 (308 Cir. 1982).

35. 669 F.

n

d 213 U.S.P.G. 444 (2d Cir. 1983). ’

.

3&6. {urnrep.) January 17, 1984 (5. Ct.).

37. (1384) 75 C.P.R. {2d) 26 (0.H.C.) citivg Spacefile v. Smart
Comput ing Systems (1384) 75 C.P.R. (2d) 281 (O.H.C. .

+«38. ({unrep.) April 4, 1385 (Que. C.A.) confirming {(urrep.) August- i,
1384 (Que. S.C.). T—

35, Baily v. Taylcr (1830) 1 Russ.-& M 73.

40. Blackleoeck v. Pearscrm (1915) 2 Ch. 376.

41. 17 U.5.C. 101. .

42. Pub. L. 96-517 Dec. 12, 1380, 34 Stat. 30=8.

43. Atari v. Nerth American Philips Eonsumer Electroniecs Corp. 672 F.

Cir. 1382) at 618 ;3 M. Nimmer, Nimmer on Copyright S. 8.01

(C) p.-srfa\\ 81). ’

44, 480 F.Supr. 1063 (N.D._Ill. 197%3) affirmed on other grounds, 628
F. &d 1038 (7th Cir. 1380). 3 .

45. Ibid., at p. 106S5. . ' -

46, Ibid., at p. 1068, , - / - .

47, 628 F. 2d 1838 (7th Circuit 15380).

. .
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714 F. 2d 1240 (3rd Cir. 1983).

562 F. Supp. 775 (D.C. Calif. 1983) affirmed 725 F¥ 2d 521 (3th
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Cir. 1984), The District Court of California found Formula iv contempt
of this ingumction on October i, 13984, -
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1. Limited Protection of Ideas -

The common law protects the aoriginator of information who
has takern precautions to ernsure its confidentiélity; The term
"trade secret" refers to information which is urnkrniown to the

cereral public. The distirction betweern commcr kricwledge and

confidential infaormation was made with refererce ta the
- R
computer industry irn the case of Northerrn (Office Micrec

Computers v. Rosenstein. (1) The idea of 'using a computer to

program a system is rnot confidential. The particular way to

salve the proeblem by means of the computer is a trade secret.
L .

-~

,

The  significarce of this type of legal protection is the
marmer _in which it arises. The parties hay expre§sly covenant
ta Ireat the -informatiorn as a trade secret.. In other
circugstances the obligation of confidentiality may be implied

because of the fiduciary rnature of the relaticnship of the

parties, or because of the civcumstances surrcunding

disclosure.

The software developer has an idea as to how to scolve a
pnarticular prablem by using "a computer. Remurieration is
>

expected in return for disglosure of the idea. Great pains are

taken to protect against misappropriatiorn of this idea. Trade

secret  protection allows the programmer, arnd other parties

. alerng the chain of distributicrn, to obtain compensation. The

4
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award may be coupled with°'an inJuhchg% to prevent further
misappropriatiorn. . /

. R <

,_\ ) .

Z. Scope of Protection

Criteria or the . identification %# a trade secret were:

/

'TBEinfied irn  the Engliéh'cése of Amber Size & Chemical Co. v.

- f
P 4 |
-

o~

Marzel. (2)

Did the plaintiffs in fact
L possess and exercise a secret
. process/ Did the Defendant
acquire kriowledpe during his
employmert of such secret or a
material part therecof? and if sc,
has he ‘since leaving the Plainmtiff's
emploay, made arn improper use of the
kricwledge so acquired by him?

Trade secret proetection 1s unlimited as to time. This is in

. . . i . .
contrast té& the statutory law of patent, desigrn and copyricht.

r

-
The sigrificant drawback to reliance _orn the common law 1s

, ) |
evidertiary. The develcper must establish that the praogram i% &
- © ] . . -

o e "“‘»-{"'—-. . . *
secret, although it ma wEd& have been cotnurnicated in whole ar

part to many spgments of/iﬁé‘pubLic. / '

- . - e

The 1aw'-proh1bits unauthorized explogﬁation of an idea
ihparted ivn cornfiderce. Tﬁis is commonly referred tao as’ the
"springbAard". doc£;§ﬁe. ;lihe case ég "Talbot " . Beneral
Televisiorn. Corpération {3) igJicates that even a “Rerﬂél of é

‘ . o
roncept can be prot ecm%@]'
. . ' . .- ey T

g Il
televisicrn station. with an idea for-a.

9 ' ) .
plaintiff approathed a

. ! e
wealthy public

\ o R . ’ . X
.



éersonalities. The manager coqxinced the plaintiff to submit a

pilot film. Talbot did not hear from the television stationm

~

agaan, but liearned from cthew scurces that his theme had becvr
. ¥ . LI
used. The defendant argued that the station criginated the idea

indeperdently. Citimng Lord 'Denning‘s decision in Seager v.

Copydex ‘{4), the Supreme Court of Vietoria held that even
- g S

subceonscious use aof - eonFiJential information - should be

restrained,

3. Applicability tc Computer Scftware

Urauthorized Odistribution of the programs would destroy

the develeoper's head start in the mirket..The effect would be

to rernder the employer's toil and investmert worthless.. The

case of Northern O0Office Miero Computers v. Roesenstein (5)

illustrates the significance of this area of the law tc pratect

software.

{
The Facfs aof the rcase are common toc the software

industry. The kdp-é:;r.daﬂt was engaged ®co devise an accounting

norcgram  for  a group of cdectors and dentists. (6) The issue was

v

whether the \purchaser af services could restrain the defendant

-

cepyright cwrer from revealing its details to other medical
prafessigrals. The court held that the program was a trade

secret, aﬁd'subJect to vestraint uporn disclosure.”

A gmzloyer’s trade secret may be
no more than the result of his own
skill, krnowledge and experience.

But if the employee was engaged to
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evoive the secret, it remains the
employer’s trade secret for all

that. (7)
The obligation to observe trade secrecy prevents an
employee from enjoying the attributes of cowrership of

copyright. Rights in a trade secret may averride copyright.
Carnadian law, would vest copyright in the person wha
commissioned. the program, pursuant to S. 12 of the Copyright
Act. Tﬁé apperticrment of rights to a trade secret and rights

arising From copyright which were in issue iv Northern Office

Micro Computers would reot ordirarily arise. The issue is

relevart, however, due tc S. 12(7) of the Act which recdgrizes
a right existing apart from cooyright to restrain distortien,

mutilaticrs or other modificatiorn.

Prapoanents of trade secret protection for computer
scoftwawe argue that the purchaser undertakes wot to circulate

the program. In Northerrn Office Miecre Computers, the court

based - thais cbligatior =iy the facts. The program was
cammissicned by the plaintiffs. Noern-disclosure was ar impliied

term of the carntract.
|

S S

The lsof£ware house tar rely upon a licensing contpact to
restramn th? purchaser %rom' copying and diétributilé the
program;_iiBM fequires that "eath purchaser of a program which is
priced abobe ane hurdred dollars ernter intoa a licernse

,’j\_"

agreement. This is eviderce of the rcomparny's intenticn to

mairtain its characterization of the orogram as a trade secret.
-~ .

a K " . \‘ 1
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Marny programs which are vulnerable to piracy are standard

-

packages. This software is generally licersed for use by one
person, rather than sold. The outside wrapper siates that the

licersee " is deemed to accept the cornditiorns described inside

the package. T

-

It is wunlikely that Cavadian courts would inmply aw

bbligation of confidence between ;hb warnufacturer of starndard

scftware ard " the buyer. As a ?unt er drawback to software

protect 1o, the doctrine of *privity/precludes the institution

-

of legal ' proceedings against d%;u pecting thiyd parties whao

make use of these proprams.

4. The\:ébile Empioyee o "

The obligaticn to mairntain confiderntialitys is a fiduciary

-

cobligat:on which arises automatically because ;$ the
relationship. between certain parties who enter into a
" relaticnship of trust. Leoyalty, good faith and avoidance of a’

conflict between interest and’ duty. are thp bases for the

cbligaticn. The rule was stated inm Boardman v.fPBiEps (8. The

legitimate bounds of self-interesi in a fid ary context are
- -
not easily discernable. (9} The imformation rneed not be

4

cevnfidential to be the subJeét to a fiduciary duty. [(10)

. | o N
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Stein—-Hall. {13) The deferdants were chemists wh7/ﬁ§Q develapec

. B 81 -, . : ~
. e Y :
The obfigation resting ori the emplicyee may be expresgec

. . ' - - .
in a restrictive covenant, or inferred from the conditions of

employment.

validity of a restrictive coaverant is subject
to ‘Ju scrutiny. A clause must be r&asonable % be valid.
The obligation of confidertiality should be hno wider thaw

necessary.

The abligation to mairntain confidentiality must be

reascrnable. In Durring & Ellict Ltd. v. Johnsan and Firth Erowq

<
{11) Lord Dermirng accepted the power of the courts to review
the agreeyerts which :di beeri coancluded by the parties. He

stated (12) . . '

If the stipulation for confiderce
was urreasfrable at the time of
makimg 1t; or if it was reascrnable
at the beginrning, bHut

afterwards, in the ccurse of
subsequent happerarngs, it becomes
urreasconable that it should be
enfcrced: ther the courts will
declirne ta enferce 1t jJust as in
the case of a caverant in
restraint of trade.

Y
. kY

!

The Master of the Rolls lccked to the effect of the
conficentiality coverant, arnd struck it dowrn as urreascrnable, .
in the serse of ineguitable. It cpeMated tC’the'bewefit aof arne

group of sharehdlders at the experse of ancther., - - g

-

The ' extent to which the employee’s background . should irnure

‘

to the berefit of the employer is a vexing questicn, which was

corsidered by the . Ovtaric High Court in Polyresins v,

-
-

.

N

s

h.
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a. process while employed by the pla}ntiffs. The defendants
ertered the employment of a competitﬁ}; .and‘ oroceeded to
develgp a product whicp was sg?stantke}ly similar tce the
plaintiff's trade -secret. The coﬁrt stated that arn ingjunction
is évajlable to reé%rain the third party employg:_}n gocd faith
whao éeceives é;e information which shéu]d not have been
diselo;ed.i
e .

The nrature of the deferdart’s conduct is considered by the
courts., In the United States the law respecting trade sechkgts
is cecdified and attaches pernal sarctions. Canadian courts have

) r
not  hesitated’ to use terminclegy such as, "the brazen theft of

tvade secrets’. In Bee Chemigal Cc. v. Plastic Paint _and Finidh

Ltd. {(14) the Ontario Court of Appeal imposed a high standard

af confidentiality upor the deferndgant who ergages in  a
specialty business. The ccocurt grarnted a permarent injunction
;;;;raihiﬂg sghe ldisclosure of trade secrets. The injunction
alsa ﬁfevided for enforcement of a restrictive cgvenant for
fhree years. Arrnup, J.A. stated 'that a specialty busiress
requires more than-the usual degree of protection,

It is in the. public irterest toc erable the employee to

. ) .
contribute acguired skills to the furtherarce of techncoclogy.

. L Fy .
The emplcoyee must rnot be. deprived of the caplcﬁty toe earrn a

iiviﬁg. The Cgﬁyt ir Northerrn Office Micro Compﬁtérs stated:

‘& !

-

' . (1)t dees not folgew fraom this - -
that the respondert may rnot agaif goply p
his mird to the development of suite -V -

=
K f -
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of programs - to cater to the accounting

profession or that if he does, he must

wipe clean the slate of his mewory

{as if it were possible) any recollection

he may have of the thirgs which it seeued

to him were appropriate for *he inclusion

ir such a suite of programs, of appropriate ' -
formulae or the 11ue.€215)

. e

] &
AR .similar holding was reached in Carada’ ir the recent case

of Canavest House Ll!ﬁtEd v. Lett (16). An investment

‘corporation successfully restraired a software desigrer from

reproducing or  using software which had beer developed during
the tourse of the deferndant's employment. fhe défendaﬂt had
resisted evéry attempt by the employer to sign a restrictive
coevenant, Mr. Justice Callaon statea that th; applicarnt for an

interlocutory irjunction must establish & streong orima facie

.

case where the cutcome wowld 1mpirige upon the ceferndant's ragh
tc. earn ?' livelihacd. The court granted -am  injunctice
restraining \‘CE deferdart ard any perdorn havivy knoewledge wf -

~ .
the order, fromcopying, reproducing theé scoftware, fr otherwice
“~N
- . . . / .
infringirg copyright ir the' praoRAnm. In /Addltlom, the
S - s
deferdant was forbiddern to disclase informaticon concerhzng_the///

software to any perscon. a l

'\.
The "application for an corder to deliver up the research

nctes was  denied. Callen, J. likered the proorammer’s yresearch
. ) - .

rnotes to the’/;arpente 's hammer ang saw. S, 17(&) of the

Copyright Act is an exemption_to/tbpyright v art;stiq'works.

1
It was relied upon te permi% the developar\éo use the researagh
(B

-

‘materials so leng as  he refr 1ned "fraom, reproducing the wgr%

itself. .. R /\

~ : ‘ M\
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A contract between the criginator of the idea and the party

Al
to whom the corjffidernce is expressed shcould ocutline specifically

»

Qhat informaticn must be kept secret. In Searle v. Celltech

(17) it was held that an employer who seeks to restrain an

ex—emplayee from using certain informatien must identify the

+ alleged trade secret. The plaiﬁtiff must explain why the

circumstances surrourding the disclesure require that® the
1nforma€ion be impressed with = the cbligation of

confidentialaty.

P

A_ very real questicn 15 the extent to which the courts
will bf%influenced by the current trend to facilitéte accéss ta
informaticn. The jssue is relevant when the restricticns
imposé;“\aq rot clearly arise within the context of fiduciary
relatio;;hips. This 1s the case of the preag er who is

salaried by day arnd earrns supplementary income by freelarcing.

[} - N
-

5. Application of Common Law Pririciples in QGuebec -

The co‘;on law decisicons discussed above are equally
’

-~

representative of the state of the law in Quebec. The case of

Platt v. Lange Cawrnada (18) corncerned the issue of unfair

competition. The deferdart mahufactﬁred a unique type of hinged 

boct which corigivnated with thg.plaintiff. The Court of Appeal

1

held that there was wno misappropriation of the plaintiff's

. ' >
idea, sinc the deferndants had uged their skill and expertisq\" .

toward experimertaticrr and the boot had been improved. The

«

~
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English authorities on -the springboard dectrine were cited with

approval.

-

-

Article 1053 of

N -

tc seek damages i:n Quebec. It reads as follows:

Rectrictive

-~
purchaser agrees

Art. 1033. Every person rapable
of discerring right from wrong
15 responsible for the damage
caused by his fauit te ancther,
whetner by positive act,
imprudence, rneglect or want of
sx1li, -

.

coverants whereby the employee of

not  toe use the software urfairly would

within article 1065.

o ]
— = .

Restitution

~ \

Art. 106S. EVEJ; abligation
renders the debtcor liable 1n
damages in case of a breach

of it - on his part, The creditar
may, in cases which admit of it,
demarnd alsc a specific performarce
of the abligaticor, and that he

be autharized to execute it at

the debtor’'s experse, or that the
cortract from which the abligation
arises be set aside; subject to the
special orovisions contairned iv
this Ceode, and without prejudice,
irt either case, te his claim for

gdamages. \\\\

the Civil Code provides a second basis

of moneys obtaired by way of urdue errichmert

provides an altermate recourse.

Ve
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6. Conclusion 3 A Limited Scope of Protection

v

it is sometimes argued that the most effecfige means of *

prctecting software is by characterizing the algorithm as a |

trade s=secret. This is wvalid in relatiorn to software which is

custom tailored te suit the particular purchaser. The primary

-

ilimitation orve this scurce of protection is the fact that.'tw

coes not  prohibit reverse rengirneering. Provided that thes

purchaser is wot a restrictive covenaritee, he is free to take
apart the oprogram  and put it back tégether.'ﬁelated to this
15;ue is the case of the pragram which is sold off the shelf
and intended. for the opublic at large. It is highly unlikely
that the material which is distributed toc the bub]ﬂ; calls for

the, clocak of secrecy.

“

T

~¥
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a Evidence of ‘Infringement ang Anton Piller Orders

r

A programmer whose works are pirated faces the very.
dlffzcult ta;k of amassiﬂg eviderce. A {;pe cari be coéied i};a
matter of seccords; inc#iminating evidernce of piracy can be
erased .aé guicHly. AR bootlegger who learns of the instituticn
of -1nfriﬂgement proceeding% carn  immediately erase ﬁhe disks

housing the infringing proagrams,

Evidentiary concerrns often dgtegmiﬂe whether a case will
stand up  1n . coumt. The rnew techrclogy 1s symprematic of this
prablemn since 1t allows the - deferdant . teo remove, withain
miviutes, the very eviderce upcorn which the case is Sased. A
leéal rsoluticon has peen‘ devises. It is a procedurdl weapon

) -
which is broad Y scope. 1t }5 awarded befare the mairn acticr

Al ’

is 1imstituted, ard before vour courts have determingdd whether
Piracy .of saftware viclates ahy.substantivé iega: right.

1. Nature of thé Order

The English Court of Rppeal has devélqbed a pre-emptive
security fechhique (1) to speak to the techriclogical ease of

erasing evadernce. It is called the ABrton Piller order.~(2) The

irherert Jurisdiction of the court is the legal basis for the

award. - -

Maost ofter, arn .order satisfies the applicarnt's reed to -

& . S

-
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; " 9@ * ' .
incriminate a third party infringer of ‘a proprietary right

» S .
te.g. a marufacturer or supplier of materials) by ordering the,

deferdant to deliver uo information. (3) The defendant may be
. . ; &
the only person in a position to identify the third part

-
-~ - -

The corder is made almoest exclusively in  the.area of

intellectual property. Prima facie, thg. applicant 1is the
holder of a proprietary right. Alternatively, a right of act{on.
can arise fraom a penal statute. .(4)

Loro .Dennihg erunciated the  following, cri;erié—in the ..

Artorn Piller case. The claimant proceeds by way of'exlgarfef

&pplication, before the writ -is issued. Strong evidence of a
- ’ ' o

" prima facie case andlseriod% actyal or potertial damage fust be .

acduced. Evicence shbulﬁ be brcught to show that if the

ceferdant were foredred he wc#d likely destroy the evidence
- . L .

o

ive his possession. - :
» '

The Piller. case arcse upon an.~allegaticn,of copyright

N -

infringemenrt. Having satisfied tHE‘requiremenfs set cut above,

the glaintiff was granted the order.§lis gcope péwm@tted the

appiicarnt, accognpanied by * his selicitor, to ernter the

deferdant's premises and to identifyy inspect, and ' remcve

relevant | evidence. . This would wusually ihclude invoices,
»

infringing plates and other articles which could be used to

vic.ate the apglicant's praprietary interest. The order is in
- -
- ) " C .
snarns  contrast to the pre—trial discovery process and the -
. A > "

subpoen; -cduces tecum, where the corug rests upon the de endant:
1 ) b

v

f .
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-_lg_.;w. o s SRS - S ‘ _ :
e . ftoﬁprogﬁbe&the;izskiminating evidence. .. ... L e
Lo . - o P : 7 : N o
_ . >The ~order must be worded.in a precise fashion. {5) - Under
A : - ' Ca v St ) T B .
i .. excepticnal  circumstances the court will* order a gereral °
j. . ﬂarféﬂt. .*He ordeﬁ_*?g served by'ﬁhe*plaiﬁtiff‘é solicitor or
3 - - . . . M »
1 1 ' - . . . 3 . -
: patert agernt (B6)  upcrw the deferdant or any other "apparently
{.' . respovsible persen” (7)
' L - s Al - " o - I! ’
ot 2. Tivil v. -Crimiral .
E . ] .. . .
o i oo . : S ‘ . o
’ © LeaXkl Derming created " a bit of fietion to distinguish the .
! Biller” order from a crimival search. warrant : the deferdart is
' oersuaded to consenfrfo'the search. The order N
- - . _ o .
“does ret authorise the plaintiffls
- . ) sclicitcr o anyore else to enter
! _ the deferdart's premises apainst
) _ their will. It dces rcot authorise
o Yhe dreaking down of doors, nor the .
. slipping in by the bach deoory now
. ’ . getting in by any cpen door or wivdow..
T o " But it dees do this : it brings -
i . : E pngii::f cvi the deferndants to give_' .
: . ‘ perm;_,'aﬁ\_lt does more — it actualily
L, crders hthem to give permission — with,
. T . 1 suppese, the result that if they deg
] : ' . rot give permissiorn, they are guilty of
T S . carntempt of court. (8)
‘ . . P ‘A & . 3 .
1_ . . Twe deferdart . who . refuses ta allew the order ta be
l‘ executac can apply, by way of application inter partes, to have
- “ thav_ordéf _disbharged as having been improberly cbtained. If

““this is grarntecd, the .deferndant is 'retroactively” cured of
comtémﬁth (3 ﬂfﬁef the court determines whether the ingunctigﬂ

should cantinue, the - defendant has @ right to claim damages



PN Sl baied  eeimcs e

urder the cress-urcertaking. 10) . "
s ' '

.

The -device has been Bescrfbad as dfaéaniqn,‘(li) in théfﬁit

allows  for twespass ta property and *hvaszon of prxvacy. It iﬁ

« usualiy’ (i2Y aSSumed that the defefidant w111 act in bad faith.
A ’ .

In Ex Rarte Eslahd Records‘(13)'the_defeﬁdamts_were boot legpere’

who  solo Yecorcs .withéut"baying the regquisite royalty toa the

Performing Rights  Assogiatior. ‘The plairtiffs . procceeded

successfully | under-r'fhe . Dramatic arnd Musical Performers?

Dretecticor Act 1958 (14) to cemcrnstrate special damage over and

above | that sufferec by.the_geweral public. Shaw, L.J. delivered
& vigerocus dissent 'in"whichr he éxpressed fear fhét the
' L - . ;

consequences which  filow  from the award of a Piller Order are

harsher than the criminal law. He stated (15)

.
. . .

It iz not unimportant to remember
that & search warrart couid not be
wotaired vt a orimiral court where
a person is suspected of cofferces o .
urdar the ':EF_‘Ct ienn. .l. -

(If the orocer were made) the civil
remedy said te arise-coliaterally
from a menal praovisiorn would go
‘neyond what the oriminal law permits
in the enforcement of that provisior.
LTt is wot in omy view the functiorn of
the courts indirectly te stiffen the
Simews of a criminal statute.

The  law of ‘evidence confirms his remarks. Once the

~ evicerce has DEEh 1htvoduced 1nto civil proceedxngé,vthe courts
are obllged tc pive it cahsideration; "The judge canﬂot refuse

it qnlhthe‘ greaund th;t 1t ey ﬁave beern unlawfully obta1ned 1t

-«

the Segirmiwmg.” (1&) In the case of Interhatiohal Electronics

e

Ltd. WM. Weigh Data (17) Grahamy .J. refusecd to retry a case




R,

[

‘where ar  Anton. Piller - order _had been

L

grahted requ1r1hg

disclosure of {nphimin;ting. evidepce{ The leamped Justice

R

relied Vubqn thé'yell—&ﬁdwn principle Ehunciatédiiﬁ-Kuruma'v; R.

(18)

1f it is (relevant), it is admissible °°

-

.and the ceurt is not concerned with -

how it was obta1ned

~

This  principle has been sharply attenuated in Carada by

the Charter of R}ghts‘tlg).rs{a provides the right to be secure

. agairst unreasorable  search and seizure. ‘8.
" follows: R o ' r -
N
Where a court concludes that )
evidence was cbtairmed irl\g. manner
that infringed or denied aqy Pights

. charter, ‘the eviderce shal.

excluded if it.is establighed

- that, ‘having regard to all

1rcumstanmes, the admissicon

it in_.the proceedzﬂgs wauld

bring the' adm1ﬂzstratzon of Just1CL

- . . 1nt0 dzsrepute.

~

The  laws . of ?ﬁgland ‘ard

availy ilify‘ «f the "privilepe against ..self-

'Seétlon 72 of the Supreme Ceourt.

Qahéda-

Act of the

24(2) feads asr

-

1

differ as ta. the -

ircrimiration.

Urited Kirigdcon

(1981),'eﬁpressly"elimingtéﬁ. tHisiprivilege where ﬁhtelleckual

praperty. rights are the . subject

. pivil proceedings. -The

uuestion” af fself—1hcrimihaticm'aflses ir. Canada because of the

perial-- ‘previsiorns in sections - 25 and

Addy, J. obse?vedf in- the case

Cornnrataon Chzﬂese deer Ceﬂtre Ltq

.

.26 of the Copyright Act.

Ch i_YI'—CB"II

(20 that

7

Comnmyricatior
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. " _.since the amendmertseto aqur ' : ' s :
T _meristitution have rnow been.
. . proclaimwed in force, a valid
. arpumerit might well be made against
v any, such general disclosure order’
) ‘being grarnted irn the future,
! even where a gerneral right to
v search by "Artorn Piller" order : :
v iz being allowed.

Mr. Justice Adoy statec that a defenda&& should be notified
S ' o
prior to the issuarce of a'd1sq105ure arder. ’

Given the conseguervces of a Pilléer crder, the defercart
A\ -

2
24

yis ‘prqtectehﬁﬂn the folicdwing measures which are culled from

the reported cases. Evidernce of wrongdoing, which was the
- . .

'ratioﬁalé for  the crder, should be attachecd to the order. (Z1)

Servite 1is effected by thet plairtiff's salicitor, as arn officer
.
of the ccocurt. As a "reutral” party, the sclicitor is charped

with explainirng the order tco ;he astorished recipiert. The

coope Af the irnspecticrn should he i1imited to the relief claimed®

-~

! i ~ .
wn AHemain acticrn. (22) A\

It ws :mevitable that the irmgpoecticn will yield same
information of & coenfidential nature. There is great darvger of

abuse, pasggcularly where competitors "inadverterntly” gain

access’. to confidential trade secrets by means of this pracess.

-

The deferdant is advised. to seek an  undertaking that the

/

informat}on 15 retained by the sheriff or sciicitor s5C that 1t

s ’Z‘-'H","J .

.

Pemalrg/ 1ractessibie  ta the plaintiff. (2317 Rule 455(2) of the
B . . > .

s

. Federal Court allcws for the isguarce of a protective order.
(24) Arncther orecauticn is to seek an urndertakirg whereby the

plairnti1ffs refrain from using the eviderce i other
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procegdingsf- (283) -The Crown is not bound by this ﬁhderfaking.

'(ee)-‘ o /" oF

The Pille%}:dndér_'?aé,Lfdund ity way'inﬁo Caradiarn civil
procegure. (27 The‘,Supreme. Cour; of Ontaric cculd rely Gﬁqn

its inhedent Jurisdiction to award this equitable remedy. The

- _ : 7 T »
.Federal Ceourt of Appeal has accepted the tests ernuntiated by

lLord Dennirg, M.R.  in Anton Piller (28) arnd issues the order

aithough' there is nc caserlaw in Carnada at present beyond the

interlcttutory stage which establishes ccpyright protection for

computer 50F£Qare.' (&3 . The court -justified this situaticn in

The Bulgarn Group Ltd. v. Alpha Orne-Write Systems H.C. Ltd. (30)°

1t has beer held that an application
for an interlocutory, imjunction is
riot the stage for determining
difficult gquesticons of law on
which the merits of the case
depend, and that where the other
) ’ conditions,fdr ari interlcacutory
- ‘ irnjurcticorn are satisfied, 1t
: should rot be refused if there is
a seriocus questior tc P tried:
American Cyanamid Co. v..EtSicgn
Ltd. [1375] R.P.C. 531 at p. S541. -

- .

.
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2. Avtorn Piller K.G.Iv. Mahufacturing'préceéses Ltd.

' d;‘._a.\' ;_ $
#doTNOTés O
. 1. M. Dockray,

. R C

Drocéedings?? (1977) Public Law 363.

AR

Ch. 55.

3. Seny v. Time Electrénics [1

9811

8] 3 A1}

"L1berty to Rummage—ﬂ Sea?ch warrant dx- E=v11

19763 1

F.5.R. 398 (Ch.) at p. 402.
. . - hd

824 (C.A.)>

(139781 F.S.R.

4, Ex_Parte lIsland Reccrds (197 E.R.
disappreved in .part. in R.C.A. v. Ballard [13831 1 Ch. 13% at
p. 13%. ‘ ' .

5. ‘Proteetor . Alarms  Ltd. wv. Maxim Qlarmslgtg%

442 {C.A.). The search extended bthroughout

deferndant's headguarters based in Evinplard.

6. Urdversal Studiacs v.

7. Gates v. Swift [19813 F.S.

———— -

"8. supra, note 2 at p. 60.

3. Hallmark Cards v. Image Ar

10. Fletcher

- Sutcliffe.
(C.A.} at p. 68,

i1. EMI v. Pandit (1375)

hild

Mukhtar (1378

‘all of the

) 2 All E.R. 330 (Ch.).

R. S7 (Ch.). .

.

ts {13771 F.S.R. 150

Lol

Ltd,

1 W.L.R. 308

-l

. CC
(13761 & A1l E.R 342 (C. R

critra Universal C:ty Studlos Inc. wv.

13. [13781 3 All E.R. B24 (C.A.).

4, .B&7 El1z. -2, . a4’
peralty. i

L]

15. supra, ncté 13 at p. 834.

N

.

Section

'

(C.A.) at p.

v...Burch [19BZ] F.S5.R. B4

(C.A.).

.

17\9r95crrbed

Mukhtar and Sons

.
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16, Helliwell v. Diggott Sims £i9801 F.S.R..356. (8,A.) at p;
- -357. . - o . : o0 T

C e . g i

97

{7. [19801 F.S.R. 423 (Ch.),
18. Kuruma v.”R. [1955). A.C. 197 at p. 203. .

19.° aé“gnécted'by the Canada Act, 1982, o. 11 (U.K.Y.

20.° (1983} 70 C.R.R. (2d) 1B4 at p. 189 (F.) ;
#1. supra, note 17. R ' _ ) :

. 2. _EMI Australia v!«ay Imports [19801 F.S.R. 328 (C.A.).

23, Nintendo of'ﬁmeriéa'y.'Coinex Video Games Inc, et al. (1982)
69 C.P.R. (2d) 182. The order issued gave custody of the
materials to the sheriff.: : d/?, . )

Z4. Foesco International v. Bimac Canada (1978) 51 C.P.R. {(2d)
91 (F.). i S ; '

25. supra, note 7.

kY -
26. Rarnk_ Filwm Distributers Ltd. v. Video Information Centre
113800 & RAIl E.R. 273 (C.A.), affirmed (1981) 2 All E.R.- 76
(H.L.). ' : T : o

27, inter alia, Bardeau v. Crowrn Food Services Equipment Ltd.

(1983) 66 C.P.R, {(2d) 183 (O.H.C.).

Z8. supra, note 4.

23. 8. 20{3(a) of the Copyright Act provides that, in any
actiom in which the deferdant puts the existernce of copyright

irm issue, the work is presumed to be a work in which copyright
subsists. : : ‘

-
.

30. (1980) 5S4 C.P.R. (2d) 179 at p. 182. (F.C.A.).
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1. Penal Sanctions: Plar of Analysis

There are twoe approaches to the‘%elafgsnship”of software

piracy and the crimiral law. The first focuses upor the

acauisition of property. The scope oF'the.tEPm "property"” is in
issue. The seccrnd analysis is concerned with the interception
of private communications. The cornduct of the parties is in

issue. ‘.

-

1.t Origins of the Crimivial Law and the Asscciation of Property

with Corporeality

The . erigings of the crimiral law can be traced to the
Rotnan Tables. They .fprovide us with 1little histerical
tnfarmation as to the types of conduct which weré -prohibited.

The Romarns were brimarily concérned with recording the details

of punishment. (1)

e
It was noct wntil the develcopment of the early commormlaw

that legal discussion conqernéd the nature of conduct whjeh
should he subgeect to criminal sarnction. This scaciety éttached
primary commercial importancé ta land, or "real property’. Its
pr?tection was secured, by recourse to the civil law. The

criminal law dealt extciusively with "chattels". (2) Chattels

are tarngible, wmoveable, objects which are ‘capable of being

nossecsed. (3) i

Cavadiarn law respecting theft is modelled upon the
-~ .

Erglish law. The Larceny Act 1869 (4) was based on the English

/



-2;1'9. v. Stewart

~ - -",
100 :

Larceny ACt 1861.. In- 1892 a Criminal Code was adopted in

Carada. It was based on- a Draft Cede commissioned by the

Erglish -Pariiament, on Stephen’s Digest of Crimival Law ardjon
. b R

-

‘Bugbidae‘s Digest of Caradian Crimsgal Law (T).

- . N

*

As a gereral rule, modern criminal law.relates to

.

property which shares the characteristics of medieval chattels.

.
- -

Things which are not .the property of

anycre, and a fortiori things which . s .
carmot be the EUhJ§Ct of property, = . . .
carnnct be misappropriated. . R S

fraudulertly cr ctherwise. (B) "

) ' )
There carn be no physical asportaticn of iﬁformafidn..The

party fram whom the informaticor was misappropriated is rot

sermarently cdeprived, (7) since information is indeperndent of a

medium. Norne of the characteristics of "chatteis” is presehnt.

»

Tt is an offence to  break and éﬂteF a filing cabinet and to

remnave the documernts which are corntained . inside. Many

information storade .Systems are .computerized due to the

prevalence of this rew techhology.'The cemmercial value of the

étoleg chject is not the value of, for example, a blank disk,
. ’ -

put what 1t represents as  software. From- a practical

5tanﬁpoint, it is  inadequate to penalize aspabtatioh of the

\

material suoport.

-

-

The issue of ecriminal sarnctiorn for misappropriation of

e e o e e ——————— T R i a2 3 T T et e AR i T S LT e B T T i et e e e et i e ey

ememt o w s
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incorporeal property came before the Dﬁtario Cou%t'ofrnppealnin
. } » - -

R.  v. ‘Stewart?! {B8) The facts of the case are as follows. The

-

accused was seeking to unionize the -eqployees'of a Toronto
hotel. He offered a sum to ore eﬁployee‘hho'had access to
payrecll lists -and,compu{er‘printouts, in a%tempt to secure the
rames, ;ddresses and telephone’numbers of the emﬁldyeeg at fhe
hotel., The aqc@sed was charged with cdun§elling the émplbyee.to
procure the relevaﬁtilists: by capying the information without

removing the physical documents.

-
-

o' .

.

The |, fourt @f first> - instance: determihed that

misapprooriation of confiderntial infarmation is reither

mischief to  private property (3) ror theft 410) and held that -

ar article must be a verdible object of commerce to fall within
the praovision of the Code respecting fraud. (11) On appeal,
Lacourciére, +J. A, dissenting agreed that the word "anything”

shauld be 1nterpreted restr1ct1vely to cormote "property"}
\
arnt thus confidential information, ’ -

per se is rnot protected under the
criminal code. (12)

The majority of the Court of\ RAppeal gave a wide

.

interpretation to . the word "anything”, and held that

covifidential’ informatien is property. The accused was held

liable of counselling theft, The case is presently under appéél_

to the Suoveme Court of Carada.

-



“

2.« Mischief ) TR

- ’ - -

‘5. 387(1){e) of the Criminal Code states:
‘Every ore cdmmits mischief‘nhq wilfuliy-\
{c) obstructs, interrupts or interferes:

a  wWith, the rawfal use, enjoyment or . -
cperation of property.

S. 38% cefires property for the purposes of Part

-
>

© . in this Zart, "oroperty” means resl
o perscomal corporeal property. .

-

Ivterfererce with comouter hardware, such as bringing dowr

the system, Qould constitute an b;Fencé urder this secticn.
-t

On the facts of Stewart, t-e alleged property would have
bheen mé&e oublic by an émnloyee, rather than the accused. Hheﬁg
was no breaéh of confiderntiality by the mariagement.
Furthe;more, the Crown failed to prove that damdge te the
physical oroperty of vthe hdtel.would ersue. The Crown did rot
appeal the gééuittal df thé'accused at trial on this coﬁnt.

.

In Re Turrer and the Oueen (13) concerned a charge of

mischief in cormection with the electironic alteration of data.

Gray, J. thelc that the gist of GS. 387 is not the physical
. : . :
alteration of property but the enjoyment of property. The

Application to guash the committal for trial. was dismissed.

& o ’
This case is opresently on appeal \tg_dﬁhe Ortaric Court of

.

O NP
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2.3 THeft -

5. 283 (1) of the Criminal Code states

-
B

“ Zvery one commits theft who
fraudulently and without colcur
of right takes, or fraudulently
and without colour of right
corverts to-his use or to the
use of another perscor, anything
whether animate or inanimate ‘ -
with irtent, | . <

a‘tc deprive, temporarily or absolutely,
the cwrier of it o a persorn who has a
special property or interest in it, of .
(ihe thing or of his property or interest
tn it,

=<
. dito deal with it in such a marmer that it
carmot be restored inm the condition.in
which it was-at the time it was takern -

cr converted. < -

.

The cofferce’ of theft is derived from the commor law of

“larceny. -physical dispossession and depniyatioh.are the twq'

essential elements of 'ghds aoffence. Larceny is an offence

_against possession which is 'egéracterized by "taking, or

asportaticon, with such viclernce as offends a threshold'o{
eriminality. (14 - . .
. oL .

i1t  is not "theft” to take . samething which carmot be

etolen® “im - the eyss of the law.-On the facts of Stewart, noc

pﬁyéical_ aroperty was removed.- The High Court'cited American

Jurisprquhcé ”ﬁhich'appears on the surface ta identify'property

Y ﬁf

N
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'3;bnté;io Couvt of Qppe:l adopted th;s flexlbxlxty in Stewart.

LRI ]

l’wkth eorporeality. Closer analysxs demonstrates a trend toward

grea g" flexibiiity_ on the part of U S.VCOUrts in construxng

- - -‘— e

'“g;cﬁimihai leglslatlon to accowd* wzth cammerc1al r lity. The

Hquloehy 1A, stated- (15) Ce 'f;”f'f_ R
- M . ST o SRS - ’ T
Mf“‘  ,_";A“ The tast halF of the twentleth
et :'century Kas seen an eHPOhent1a1
‘ grdwth iy the development and 1‘45?'

improvenent “of methids of storing:

“and distributing, 1nformat1on..IA B

" believe that' S. EB3(I) of the Cede.

‘15 wide evncugh to, pro%ect the..; :

_ :nterasts of 'those whd compile and. o T

”4%_ ‘mtore such informat ton aﬂd restraan i

Lro - thedctivities of those who o ‘
wrdhgfully seek to, mxsapproprzate-zt. _ -

T L
"1,- ..

Qrt1clé 1413’.&f CTitle 17, 7Chapteﬁ 8 of the Téxas. Penal

Code ,resembles the Camadian Criminal . Code in  including .

"property" uxth:n the ambit of the prov151on on theft. It_fgéds‘

%3

as . Follows-;

‘fThB term 'property as used in ' *
relation tc the orime of theft e
L - includes:...all writings of every
. descripticorn, provided such proaperty
possesses any ascertaimable value.

The ,case of Harncock v. State of‘Texés {i6) cqﬂqeﬁned thé 

interpretation of this article. The facts are net urique within

the ‘context of software develégrent. Harcock, an employee of

Texas - Instrumerts remaved _oﬁigihal - documents cantaining

computer prngrams.. Hancocx‘s mlstake 'Was ir _removing the’

. N R

brigihaisQ Qsportat1un of the res was 5uff1e1ent to allaow the
T

courts ta resort to trad:tlonat concepts of theft The case is
thys _dist§ngu15hab;e from Stewart ththe-facts. The court in

Hancock  looked: to the commercial value af the software to find

T Cooow e LT
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'thaf_?fhe:'ﬁrogram;‘ exceequ the m:nxmum value for prosecutzon;f'

{j .~ under &hiéﬁéﬁptioﬁ, b91ng Fafty dollars.

-t
4o -

_Further aldﬁﬁ_'the Spéctrum; we Find:fhe'eésé'of U;S.' .

. = Botfone.”;tf?)' Bottone dEVlSEd ‘a, scheme to approprmate and sell:

- a drua praéess owned by -Lederle Laboratques. He h:red ‘two

-

'emp oyees .to photocopy the documernt wh1ch recorded the process.'
B : 1)

THe copies were then transported across Btate lanes. The 155ue

wa whether photccopzes are "gocds” ‘_whlch can be converted.w'
- 18 | ) S "
i- CLt 4 ' '
I C Allusicns *tc  physical elements are spr:nkledfzﬁ?bughout
the repcrted case. Friendly, 3. stated (19):
& . - - e
¥ . . . . e

" We are not persuaded that a
. _ different result should obhtain
! . : simply because the intangible
' information that was the purpose .
of the theft was transformed and. .

‘_i“ R  embodied in a different “physical

object. To be sure, where no
_ targible objects were ever taken
i . ' or trahsported, a court would be
' hard pressed to conclude that
_"googds” had been stolen and
transported, w:thzn the mearning
of . 23145 the statute would
presumably nat externd te the
‘c4se where a carefully guarded
secret formula was mencrized and
Sfarried away in the recesses ‘of a
thievish mind and placed in writing
enly after a boundary had been °
. - .crossed.. The situation, however,
15 qulte dlfferent where tangible
goods are stolern and transported

PRI N
.

R

§ e d

i and the only cbstagle to condemmaticon
. is a clever intermediate trarscripticn
S ST cr use of a photocopy machine.
,i1 : - : Ir such & case, when the phy51ca1
. g ' Form of the stoler goods. is secondary

ivi every respect to . the matter
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_ recorded . in them, the transformation

~of the information iw the stolen
pagers:inta a tarngible cohject rever
possessed by the criginal cwrner
should. be deemed immaterial.

v . . ..

In Bottone, the 'physi:élfelements‘which‘the dguﬁt relied

‘upon - were:” the culture ‘used.tec prepare the drug according: to

the  secret process, | and ﬁfhe ;phafo;bpies of the sfblen

ihformatign.,'The'_Coﬁﬁtustraiﬂed to find a result which accords

" owith common. serse - and  basic distinctions between right ‘and

wramg,}r Thé Court ” favo;ded- -a ‘genEfaI _p#ohouﬁbéméht: that
miséppropriati@n of_:ﬁf0wmafid% éaﬁsfitutés ?hEF£',

Irn Stewart, the‘ﬁigh Cour{lSummarlzed‘the signlficéncé of
Bottore and its|pwedecessdrslas 1hdicatihg(£hé difficulty-which
ari§é5 where a .phygipal docﬁmentris transformed 1rte amdfhé;
tangible qbgect.‘ Although Krever, J. could'visuélize a link

.

BEtweer tjé original record and  the phetocony, the learved

Judge refused to  “stretch the larguage of the Ccode" to find

1

The magerity of the Court of Appeal drew the formal veil
and dealt with the true nature of "prbperty". Hdulden, J.

stater 1n Stewart that the code prdtects infdrmaiiew which is

Ceenfigential, and  which  has  beer gathered through. the

.

“experditure of tice and labour. The civail law definitier of

nroperty was adopted as applicable to the Criﬁinal“tode, (20}

R secornd line of cases cited in Stewart ivn both trial aro
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.*‘.‘

lafter wefers'ioﬁij to*proper%

- Wwhich  violate the ‘integrity of communicaticr, regardless of.

-

LS

_ o we7 S

appéilaté*'diﬁisions; raspectzvely, js' based Qh 18 U 8; C. 543-_.'

“which proh1b1ts theft of “any record voucher, money or th1ng

of value of the Uhlted States.‘,,

-

v U.S. v. Lambert, (21) the issue was whether informatiom

(concewn1ng the identity of potential informants-and the status

.
-

of_ drug 1nvest1gat10ns) constxtuted proper subgect matter for a.

corvicticn qu theft. A conv1ct10n was' entered. I Stewart, the

High 'Cqurt 'disfinguished the breadth of t.15 sect;on from the
scope of S, 283(1) of the Crimipat” Code and’ ‘held that the
ich is tamgible in nature. Iv

the Court of: Qppeal Cory, J Q comcluded that informatidn is

3

proaperty, but offered the rollowxmg auallflcatlon. {=22)

Z(E)ven if it sh&éuld be assumed for
. purpcses of argument that infaormatian
-per se is rot property, that is not
‘determinative .of the issue. There st111 .
remains a right of* property in : )
) confidential information which, ir-my .
"view, falls withirn the wide def1n1t1nr
of praperty contained iwm s. 283(1).
. For example, the author or the a|thor’
employer has a property interest
" certain compiled information whi
long beew protected at common la
and is now, by the provisidns o
Copyright Act, R.S.E. 1370,\c;

3. The Conduct

Irterception arnd Alteration of data are examples of acts

whether loss has beer suffered. Imposition of criminal

savict icns for  the' .dntercepticr. of private communications awd

. <] ) .
the offence of  impersconatien are particularly relevant +o the

1
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problem of scftware piracy.

3.1 Telecommunication ‘ / o _ ,

Transmissien of soffware through a communications retworu-

ircreases the 7likeliﬁobd of .irvtercépticn. The RCMB -has

Jidentified a number of forms oF electranic eavesdroppxng wh1ch

‘are_‘cqmmohiyl emoloyeg Atp “infiltrate a system. These irclude

’wifetapping ard’ buggding, analysis of electromagnetic;radiation

from ecuipmert, ard aralysis of cross—talk induced 1in adjacent
N - . % . - - -

eiectrical circuits. Commurications can also be rercutec.

The - orovision with respect to telecommurication is are

examplé.‘of "simgle instarice legislaticn”. 5. 287(1)(5) reads as

Fo‘;ows' reo ' -

) .. 287.(1) Every conme commits theft who
: Fraudulently, malicicusl y, or withaut
coicur of right......
(b) uses any telecommun1cat1on facility
or cotains arny telecommunication service.

This section fasterns uoorn theft of a particular_object ’which
is  not otherw1se encdmoassed withir the Jueneral neadlng of

theft, §. 283. Other such 1nqtancea are to be fournd in sectiors

233, 314, 233, 583, 239; respectively.

] 1

. ‘ i ) N

Re  authority . for the proposition  that  oenal - statutes

‘should  be cohstrued strxctly, the High Court ir  Stewart

referred to Qtatempnts by Ch1ef Justice Lash1n and téuey, J. in

R. V. MQLaughlzﬂ . 1&3)  that - a camputer. is not a
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"telecommunicatior «facilfty@ﬁ within ‘S.'887(2)50f‘£hé\t'imina}

. Code.” & computer/ s .mEFELy 'a: data processzng Fac111ty.'The51

eoqﬁt 5tated that the purpose of the computer 15 not to chann91 

infermation to outsrde _rec;p1ents,~ ‘but. to perForm omp‘ex

Ky

_;caICufatibﬁs i:j to orocess and store info%hation.._iff

B S

McLaughlin should be "confined to its_factsmrThis case

wonld not  be appllcable to a sﬁtuat:on whére the cqmputé; is

'used as an 1nstrument of - 1hfarmat10n traﬁsFer,‘

The thikdl'ahﬁ f:na- grourd &f. ‘liability argued by the

Crown in Stewart pertalned to fraud. 5. 338 reads as Follbws;

338. (1) Every cone wha, by deceit,

_ falsehcod or other Ffraudulent means,

. . whether er not it is a false
preterse withir the meaning of this
Act, defrauds the public or any
perscn, whether ascertained or- not,
aof awny - property, morey. or valuable

~ security. .. -

is guiity aof aﬂ'GFFEﬂ:E. Ir R.v. flan, Hudson and Hartrett (24)

two  elements  were identified as  inherent ‘irn this aofferce:

- . R
gishoresty and deprivaticn.

.

Me. Justice WKrever expréﬁsed no doubt that the corduct -

Cescribed in Stewart reflected dishoresty. The issue at trial

‘was whether tnere was ‘deprivation in the rature of  "any

progerty, .money ar valuable‘sé:ﬁrity;" Ori the facts, there was



C11e

f‘property.‘must‘lbe‘taﬁgiblé;'Theré was no.copen market updn which

“te - corvelate  deprivation to  the comﬂer;iaI"Value of -the

" information sinde it ‘was nmot  intended for sale. By analogy,

'_jmfsappropriatioﬁ. of & rtﬁddev_se:ra; which ie fot intended for

L

- by software houses.’

)

'puoizcatiqﬁ on an open market should rot cermstitute fraud.

.

ft.: wotld appearithat the offence of firaud does . allow scape

_:fo;'prcée&ute piracy if the propram is des:gred .for sale. The

software ecan .epasily be misappropriated when a user signs on to
a"cohputer and .downlcads the orogram by means of somecrne else’s
nassword. Ecornomic ceprivatigon ensues. It is precisely the

1ssue | of  pommercial Ioss_yhith has prompted the cutcry voiced

3 - '
The: Orntaric Court, of Appeal considered the scope of this
sectich with refer ree to uhauthowiigi{heﬁroductiqm and sale of

- Do T S . i
topyrigated videcotapes, irv the case ot R. v. Kirkwocd. (25) The

accused - was .the "cwner of an electronics.comparny. He made a
‘ » .

conscicus  decision to sell and rent videotapes which he knew to

be chhtebféitl The trial *judoe found as a fact that the

accused  was deoriving the awners = of copyright of ,the

gistributiorn revermwes which they would ctherwise be EéPhihQ.

v

Nevertheless, ne was acguitted., The appeal was allowed, arnd a

new trial crdered.

On  appeal, Lacauwciére,,J.Q.‘relled ﬁpqﬂ R. v. Dlan fo held

that cegéit is wnet  arn essertial element - to the afferce of
¢ ’ ‘

R éééily_th;‘Véigabie security, Eﬁd‘thé learned justice held fhaf ,
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'
.
. ..
’
i

'fraud,,' and‘ there need Vﬁet no - personal ‘nexus between the
; : FraudsEen and hrs v1ct1m. (265 The mens rea was 1nferred from )
P ) . .
the w1;11ngn§55 oF the ‘accused to d1str1bute the counterfe1t
i . video .caésettes knowiwg that they were counterfeit. The court
. : 7 held (27
i , h (TYhe facts.proyak and admitted
L : are capable of supporting the
— proof of the cowmmission of a .
' - fraud by "ather fraudulent - :
~ . means Jw1t51n the meaning of
s. 338!
'? .
| _ .
. It weuld appear frgm this' case that a buyer who is
: "~ apprised of ithe -illegitimacy of the tape is an accomplice. An

e

chTivious huyer  wha '{ater' disgcovers that the tape 1is rot
B ° A .

i o - . . » .

; ! authentic is as much a vigtim gf the fraud as i1s the copyright

owrer. It 13 arguable that tQE courterfeit copy is poorer in

gquality tharn the original.

The Law Reformn Commissicn proposes the following

definiticon: ) ~

.

; ' - %:1 A perscn commits fraud whao
. " . dishomestly by
o o {adeceit, or
- (M unfair reorn-disclosure, or

{cyunfair exploitation

either induces any perscn including
‘ the public to part with any pﬁbperty
§ ) er causes him teo suffer finarcial
? o ross. (2B) . :

z The defirition is adeguate to ercompass computer piracy,
”l which amcunts to unfair exalnitat:oh'which causks the develooer
El

te suffer firmarncial loss.
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3.3 Inmpersovnation .
B L] . . -

S.361 of the Code provides a possible scurce of liability.

It reacs as follows:

*

361. Every orie who fraudulerntly persconates
arny perscon, living or dead, . ‘

{a) with irtent to gain advantage for ",
, himself cr ancther perscn, - .
() with irntent to obtairn any property or _ -
ar. interest in any property, or
{c) with internt to cause disadvartage to -
. the persor whai he perscrates or arncther
7 persarn, - . -

is guilty of an indictable offerce, ard is
tiable to imprisonment for fourteern years.

A perscr whe  signs’ on & a computer oy way of a false

nassword obtains access to fﬁe i:rogfaﬁ by dishconest means,
Vi, imoersonat}ng fhe wightfu} ownér-af'the‘cade. This is so
whether the _pwogrgm"taheéz5£hé' Form ofl.prihtout,_ tape, or
Fasaetté. o ‘.'-A . A o

. - . .

The advantane. to oroceedirg under this section 15 that it

’

ey

focuses upcr, -the quality of cénduct, rather than the rnature

the oproperty. . T 'lx : -

4 .

4, Conclusion

The craminal 1aw  1is ,des1gned"tm‘deter canduct which 1s

particuiarly acious, LCrhiicren who trade video pamegs, and

university students  making use of educational resakrces
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.

ahem

_should. be a last resgort.

o113 ..

provided by major scftware. houses cou18'~ﬁemgin oﬁtsﬁde the

—‘graSQ of - this branch of the law. The Law Reform Commission of.

Carada 'has determired that impesition of eriminal sanctioni

4

5. 1.3 of the Draft Statute on Theft and Fraud (29) is

directed - = to criminalizing ~ unauthorized - use of .
. ) X - ) P “l' " :
telecommurnication, telephore commuriication, and ' computer
services. .
' E
The .-issue of ‘“deprivation" is addressed in . s.2. The
- " "

section creates the offernce of Dishorest Taking.-It”stateé:

A person comnits dishcrest taking who
dighorestly anc without cornsent takes-

L ancther's oroperty though without

intert tc permanently deprive.

The Commission récaghizes “that it would 'ﬂpf ‘be
appronriate te crimivialize the . Dbroad heading of
misapproapriation of "information” because 1t ‘would _unddly

: &

expand the scope Qf'tﬁe erimivnal law. Moreover, if ihfprma' arn

- wére considered as "property” it would alsc be subject to other

legisiatier, such as taxation. This would impese a burden upon
tne 1rndustry. The irmcocent’ user would he pernalized since prices
we kg rise. Rccess © to scaftware would  be restrairned
indefinitely.

A

Arncther passible soluticn would be to amend thé Criaminal

Code by adonting a pFOViSiGh“whlth speaks‘directly to the issue

A
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of‘rsdftware piraéyr The -Canadiaﬁ Copyr1ght fict

5. Eg khere ahy_person-khouingly

{a)makes for sal

e or hire any

infringing copy of a work in

which ccopyright

subsists,

{blsells or lets for hire,
. or by way of trade exposes or

offers for sale
infringing copy
“{c)distributes i

cor hire any *
of any -such work,,
nfringing topies &f

any such work either for the

urpcse of trade or to such ar

p
- N Extent as tp affect prEJudlczally the
" Qurner of t copyright,
(&) by way of trade exH1bit5 in .
public arny iwfrainging copy of any -

such work, or

fe)imports for sale or hire irto
~Carada any infringing copy of any such work...

Prosecutions urnder

Copyright Act are few and far betweern.

prdvi&es a

,summary oFrence and Fine not exceed1ng two hundred dollars'

this guasi-criminal sectioernn of the

r

- . . R ) . . . - rrig
toc  lerient to. impose suybstartial ceterrernce.. Nevert

is & cgood -mocel for

piracy. Modificaticon of

The peralty provided is

heless, it

legisiation with respect to software

the termirmology is recessary because

computer _pwogﬁqms do not easily fit within the framework of the

~Larnaciarn Copyright Aet.

subdsists” would . be rep

. The wdkds, ."a work in which

laced by "a cémputer program”. This’

copyriaght

r

solution  has the advamtaga of Eaﬂ{;fylﬂg the two a1m5 of those

who  wish “to thwart pxracyb It Focuses umpn the

conduct as wilful, addressirg the wssue of mens rea.
4

~

it speaké to its purport,

of commerce.

uraguthorizes acguisition of

rsat ure of
Secondly,

an object
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7.+ 1 Hale P.C. 509 : it 1s vk laﬁceny.to'bbrﬁok without

authorizatior, gontra 8. 283 of the Canadian Criminal Code.
- ‘ . .

\
—

8. (1383) 42 0.R. (8d) 25 (0.C.A.) cverturning (1982) 38 O.R.
(2d) 84 (0.H.C.). A

9. 5. za7. - : ) ‘ j.
40. 5. 283,

11. 8. 335;23 S : DS

ie. '.s.vae’r‘a,r r-'c-tg 8 at p. &35. ' . .. ‘ S

S 13. (198%) 13 C-G, €. (30) 430 (D.W.C.).

Lo

B, (. Fletcner, "The Metamarphdsis of Larcerny” (1376} &3 Héﬁv.

" Law Rev. 4693,

. v .
9. supra, ncte B at p. 239.
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FOOTNOTES . -

i . . . ‘e =
l.A-Stephen, History of .Criminal Law, cited in R. Moskoff,
"Fraud : Either Chanpe or Perigh" (1381) 24 Crim..L. Q. 117,

2. "Theft and Fraud”, Working Paper 19, Law Reform Commission * -
(Cttawa, 1977) at p. 38.. - 4N T o -
. . ) t- ~ N P
3. Ibid., at p. 43. -
, . ' . . - -r
4, 32-33 . Viet. Ch. 21, .corsdlidated wikh other criminal
statutes ir 1887 R.S.C. ch. 164, Co- ' :
_5; Supra, note_E at p. 48.° ) . )
\ | - SR IR
\ A S oy . _ ‘
. Stephéq\ go. cit. note t at p. 127, cited supra, note -2 at
- Pe 43, . s . .
+ ‘ -
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17.-

18.

_éggﬁg; note ;f af p.;393;,
. supra, pote B at'b:_esf,

44?_?. ugﬁ.fasoi(b; Corr. §97B>.

supra, négé;é;at'p; E#é.» a

(12807 2 5.T.R. 331. :

19781 E:Q;E.éf‘ ‘7i [
,SL_V.:Kir&iood"kiQBBz;Ag:D}arxady 65-(D.C.A.).

ibvid., at p.'?l;”f" -

e

402 S:W. 2d 906 {Texas
365 F."2¢ 389 (2d Cir.

38 U.S.C.A. 2314,

ibid., .
Uriaware  ‘of
"held-.teo. include . copyright.

Court of

1966) .

a . Laegurcidre, J.A. fstat?d that he Qés
a decisid® ivi'which S. 2.of the Criminal Code was.
stated that nhysical objects,

such as cassettes could be stolen.

" £B. supra, nete-Z. -

Crimiﬁai Qpbéél%ﬁlﬁﬁ?)fj?---i

He ’
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Thé..baééd:'éffficﬁity”Ein ‘1dentafy1hg aﬁ appropraate legal

MEBHS‘ of Drotect1ng computer software arlses from the daverg1nn

”:dascr1ptaon5 of the tecbnology. The d15cu551 n.has centred on

“the - nature pf the program % whetner itf‘is ‘tang;ble Sor.
ifihtghgible,-ccrporeal or incorporeal, idealdr'exbréssidh., o
ST A RS e T S
e e \ R : . . R . -
1. Tangible or Intargidble LT )'{
— ‘

‘. The . amalecgy most  commonly  diawn  is betweer the musical

. . *

‘scoréf and the computer progran. (1)'The'melddy is'ané}ogous tb

re

tHE' algqrithm,‘-aﬁd in' bo*h tases the procegs of deveiopment

.. o P
invalves ‘"shaping +he k1nv;51bleﬂ'” Thé  paper and irk are the

tangiblé eléménts' which el‘analoqous to the mark1ngs in the
o ' oo

“machire. The -attew may tane thE farn of rotatlng shafts, holes

in 'carcs, ~magﬂet1:'r‘flux,f vacuum tubes, trans;stors- and -

Ce -

1ntenrated e:rcults embedded or sxllcon ch:ps,

-”:F-The' Program haé' beer déffﬁgd .a5-an'”intangiﬁle NRSSAge
edbedded i% & mater;al ‘medium. " (@) Tg fibt withir the Criminal

Lode. phcvi§i0ﬁ~;of- "theft",; the rtourts could  affirm that

_cdmbuter  ;éoftware:' is -tamgible, or that it ‘attracts a

‘JFODP1EtaPy rlght. Thé' Dgpg%tmahf of Justice Has introduced a

B111 BT Sahctaon"theft3 and: ‘mischief ir relat:on to data and -
: ) [ ) . S SN -
property. 43) - - T 0L T \_MF



N

L iiff:jEJQu"Stéwaft (4) the Crown asked the Gﬂtarlo Court of .

recogrized. . #hat iﬂténgible.-pﬁoderty which is propenfj‘fo}'thé

purposes of the C1v1- Iaw is also nroperty w:thzn the meanlng

of “the Crimival’ Code priovisicns or theft. Cory, 1.8, referred
“to- the - hotel's copyright ih the_unﬁub;ishgc lzst-of emhloyees.

Houldewr, J. AL reviewed ©  the Jurisprudence proteétiné
. cevifidential informatien. T -

A R ) -’ - o S

",=h Lodurt could applg’;hé'éeievant sectioﬁé'cf the Criminal

e .
. i

'_CddE"'whEiD/,curVEhtly sarcticn the mi sapg opraatzow oF +ahg:51P )
. L’ N . - .

property:_ Aowever, prosecu*:oﬂ af theft of the materdal suppnrt

'3.'J igrnores the pith'and,suustanCE'q‘ the deee. Thls was 1mn‘1e:txy

_recognized when. Gray, J. accepted the charge of mischief‘a5 .f
appropriate. ir cormection with the electronic alteration:cf

Ry .

data in'Re Turrer ard The Dueéﬁ_ﬂS)._ T -."'
«,\ : l . . ‘ ".,
o ‘K . .
- . . . ‘ - n ’ ~ ‘. - - .r- T
- Separating qu1um . From . message lead ‘to - the

'cha#actewization ,bf the programmer‘s task as ﬂne of dev151ng a

‘

methad  to _solve a problem._ SO;HthﬂS .to pr b’ems- afer
'tradlt;onaliy protected by the common 1aw ag trade seé%ets.lfhe"
Departmernt of | Justi CB 1S - part1c1pat1ng in é Jeoint .progect wf%H 
- the Qiberta Law Reform | Ihstftute 'with-_é vipw +Q‘draft1hg a
Uﬁifarm Trade Sécrefs nct‘ Tﬁls effort has been prompted by the
' }

concern | For the Dwntect1nn oF‘CUmﬁutEﬁ saftware as coﬁfldentla?

imformatian.‘ . : _ o v

Qppeél to_.aceént--thE';nothn__aF “1nv151b1e theft" The cgurt;”"
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program . into the oublic

"Z. Idea ar Expression

s - . -~ ., - - P
+ - Vi RO Bt - R i s T e S T
: . e T o ;
i : *
: -
- .
. -
et .
- : 12
-

In order tqiprotect the'péogram as a thade-secret,itHe

gevgloper must ensure  that he does not permit reiease of the
demair. .This form of pgrotection is

«

 counter—gracductive sirce it is artithetical .. .td  the

dissemiviatiorr of informatior. It is; morecver, irnefficient

.

" since the obligation ,bf conf;centiality isrblﬂding,oﬂly sty

the covenartee. | Cot : ‘ . , S

L.

.

.\\\ _ . o,
Computer  software is unlibke forms of exmnressicon tricwn Yo
the law. o T

s There 15 a gualitative crffererce,
‘v .. between the ¢dmguter at a
medium of expression and clay or ) o
 paper. Like—-the geretic .
apparatus of a living cell, the .
computer cav rvread, write and follow

o
' 1ts awrn markinos to levels of
‘ .selif-interpretaticon whose )
. intellectual limits are still . i
not understooad. Ferce the task
Ffor scmpore who wants tno .
nrderstand software is ret
simply to see the pat instead
. «f the clay. (&) ‘ o

»

Should thé arcgram hg\ghavacterized as avn criginal wWarnk

of  muthorshig,  the  ccopyright  legisiaticrm  wonid  affoed
. . L .

protection to  the praogram. The icdea and expressiorn have rot

s . - N . .
fused. £ach ceveloper acopts a urague style of cesign.
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1,éopy;ight is- tﬁe _pfgferﬁeé _foﬁmfﬁf,jeééifprétecfibﬁ'ofiF
;éombufeg séff;a;é.'.fhe ,e;pyp;ght ‘legiélatioh in ﬁﬁstralia,i
Huﬁgaky;v theipﬁilippihés-and.the'United States haﬁ,beﬁnfémepqedu
5pec{ficailyv iﬂi this éegafd; (7)) In additicn, several repo;ted

decisicns have afforded protection to computer programs under
existing iegislation irn France, Germany, Italy, Japan and the

Urited Kirngdowm. 8)

5

in .order to establisn protection pursuant to the Canadian
Copyright #fAct, the program must first be characterized as cre
of the oprotected forms of expressiorn. S. 3(1)(di of the

Caradiarnn Copyright RAect affords the owner of copyright ir &
protected form, e.g. the literary work, the right to make ary

contrivance by means . of which the work may be mechanically

performed or delivered. The computer program must be worthy of
. .

proatecticn  apart fraom the machine which aids in its performarce

or delivery.
’ . ’ 4
Protectlon of ‘the prégram as a lifehary work does ﬂdt
achieve certainty. For example, it is unclear:phether a prograin
in machime‘ readable form is a writing. Prcotecticn of the chip

as . & mechanical contrivaﬁce can be challenged or the basis .that

the program is electrical rather than meéchanical.

Tne, U. &. Copyright RAct specifically exterds copyright to
works which are perceptible ™Mwith the aid .of a machire or

device." (B3 The "computer program"'is‘defined ag a
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.
- .

‘set of. statements or instructions

. to be used directly or -indirectly .

.. in a complUter in arder to bDring
about a certdin result, (i0)

3. Sui Generis Statutcry Brotection

The dength ‘of orotection currgnfly exterded 'by the
. ’ . r

Copyright " Ret  relates 1o tHe,life of the auther. This is the

>term of protection extended by members of the Perne Copyright

Copveﬁtioﬁi ta  literary works. It is' irappropriate irn relation )
to scftwére,”fc? twe _reasoﬁs. This is ﬁrimérilylﬁeﬁauée nore
tﬁaﬁ‘ one -1h¢1vidual- Dart}cipateg' in the cdeveionnert of thae
progra. The corporatibn as employer ‘Qill usually"command
copyright’ ownersglaf Secordly, thé term ‘is larnger than the
commerecial lifespan of a cbmauter program. |

The ;éveloper’s right to crmpensat iom shauld rot be toco
leggthy, noy should /}he ent user be fovced‘to pay ?Go_hjgh &
orice ‘as a resuit of the develcper's excinsionary right. o

1

The White Paper irtroduced by the forwmer iheral

Goverrment, Frofm Guterbern tco Telidorn deoes vecommend a mecified

ferm of sui geveris protectior for computer pragrams. The White

. ‘ ’ ' .
Paper sugpests that orograms 1w source cofde be  treatec
differently thar oDrograms in object code. while &wurce cede is

characterized as & literary work, ohject code is given the

shorter term of - protection of five yEars, with an acditicral

" five year term available tc updates..
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52} ; gereris ?ﬁfﬁtéétion f&r['progvaﬁs. iﬁi_§bjé6£- code
presents’ some dif%iculfies.- ‘j‘l;h‘é' choicé‘ of ';:ubli'.c'a.ti.ou.'\"v-iss
without tachnoxogxcal basxs.- .Io'.lﬁtraduce these propcsals

o wouid- be ‘to cut back on the prntect:oﬂ accorded by our courts

to obJect cade as a translat:on of the source lxtewary worx-?’

Lapse 'of protectlon for ob;ect code would effect1ve y termxnate
ptqtéction of the source program. For91gn develapers could wel1

refuse  to llcense their wcrks in Canada. Unxform treatment must
\ .

be giver tao programs 1n object and sowrce code.

4. A Framework for Protecticnm of Computer Software in Canada

- ~

HF have ' seen two . competing  policy . consideraticns

.

throughaout this daiscussions First, the law séeks to associéte-'

research avd developmernt with material ‘reward. This is the

"incentive" principle;‘ Secarndly, inforMationris hof éubJect_to
moﬁoﬁolization.' Thi§ "is the “common 'héritégé of maﬂkiﬁd"
principle. .

o

The fiwst principle regakds the work of developers as'r

wirthy of protecticr. Im the interest of fairhess,_benefits‘

‘should accrue to the party - who  has inyeéted the effort in

) . o L I .
develaping and promoting a commercial product.

CEFtaiﬂ aspects of copyright protecticn must be exparnded

" go conform  to this prirciple. Rertal wights must he- introduced

irn view of current market practices. The Jurisdicticr of the

>
.n
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Copyright ~Appeal Board should  be -broadered to license the'

,5oftwaﬁé,'andgitq}'cdlléct' royalties oﬁ“behélf of the copyright .

Cowners, - oo S -

Related tc the issue of protection is that of

+

: ihfringemqﬁt..'Deteétiqﬁ- of -infringement is made diff;éult“by

“lach of,,famiiiarit'yr with alpha rumerie expression. A board of

 experts cculd be set up to. make fact firding determirations s

to whether i1nfringement has cccurred. \

-

A
’

.The law' must..uéebf apace with the r@pid,bhaﬂges7in.the‘
techhology, ard “particpléwly-in the ways ire- which programs are

B}

written. Ffor exanple, dpNing fhg-pasf farty years the process
N >

“af writing | a orcgram has beer that of writing recipes, whereas .

|5

more recerntly the erc usev has become able to use a spreadsheet

ta commurnicate dihecily with the applicaticns mrogram  to

resalve  +the problem. It is anf;c;pated‘fhat the computer will
“ . . N " . S .

evertually develep the' program. The comouter 5 the capavrity

to  simulate a rew program, and indeed an entirgfy new computer.

‘Legisiation must clarify whether computer gererated works are

e
PR

pratected 'by: copyright. “THe\reduiremeht of Fiwaticn éhauld be'
satisfied if- the progran is‘reduced‘fo any-materiai forma From
thch the work can be-repboducedp | '

The sec;ndA princiﬁle"{s a refinemenﬁ.of the first, It
qualifies Fhe ﬁaterlal »Pewahc' which, i= ,comFEfred unaory the
sotftware developer. fhé need for dualificatioh arises because

of the overriding prirciple. that the consumer must riot be

-
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_:'denieﬁ access to information. This Eould“%esultiif'the'ébffwawé”

T developer weré- to~_basé the claim fo ﬁrofebtiqp ‘upoﬁ éﬁ'

exclusidnary” right to reétrgct the aupfoitation-of ihférmatianf?-
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